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Pavt Westrenat v. WesteHat’s Worwtp’s Best Corp’n, Pau 
WestpeHAL aNp Louis M. Honic 


New York Supreme Court, Appellate Division 


February, 1926 


Trape-Marxs—Unram Competrrion—“WestPHat’s”—SeconpaRyY MEANING. 

The surname “Westphal’s,” by which a hair tonic called “West- 

phal’s Auxiliator” was known to the trade and public, through con- 

tinuous and extensive use on plaintiff's preparation since 1881, held 

to have acquired a secondary or trade-mark meaning, as distinguishing 
exclusively plaintiff's product. 

Same—Same—Same—Disnonest Use or Surname By Derenpant—Imrrat- 
1nG LaBets AND Dress or Goops—INsuNCTION AFFIRMED. 
Defendant, who bore same name as plaintiff's predecessor, by 

using same in competing business upon a hair tonic of similar color 
and ingredients put out at a lower price under labels and containers 
closely resembling those of plaintiff’s older preparation, and by adver- 
tising same with intent to confuse it in the minds of buyers with 
plaintiffs product, held to be guilty of unfair competition; and the 
judgment appealed from was affirmed. 


In equity. Appeal by the defendants from a judgment en- 
tered after trial at Equity Term, Supreme Court, New York Coun- 
ty, on a decision in favor of the plaintiff, enjoining and restraining 
the defendants from manufacturing, selling or dealing in hair tonics 
or barbers’ supplies within the State of New York or elsewhere 
under the name of Westphal, Paul Westphal, Westphal’s, Paul 
Westphal Co., Westphal’s World’s Best Corporation, or any of said 
names, or using said name of Westphal either alone or in conjunc- 
tion with other words or symbols in connection with the hair tonic 
or barbers’ supply business. Affirmed. 


Martin Conboy, of counsel (William Huck, Jr., with him on 
the brief; Palmer § Serles, all of New York City), for 
appellants. 

William H. Hamilton, of counsel (Norman C. Conklin with 
him on the brief; Hamilton §& Freeman, all of New York 
City), for respondent. 


Before Crarxe, P. J., Dowiinc, Merrevy, Fincn and Mar- 
TIN, JJ. 
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MerrELL, J.: The facts upon which this controversy depends 
are somewhat unusual. Both the plaintiff and the defendants are 
manufacturing and selling to the trade hair tonics of practically 
the same color, and which for a time were put up in containers 
similar in form; and the tonics put out by both parties were quite 
similar in appearance, differing slightly in the perfume used in 
connection with their manufacture. These hair tonics had their 
inception many years ago with the coming to this country of a 
German by the name of Paul Westphal. The elder Paul Westphal 
was a barber and ran a small shop on the West Side. He appears 
to have been progressive and ambitious and to have been somewhat 
of a genius in the preparation of such lotions and tonics as were 
used by those engaged in his trade. In 1881 he invented and put 
upon the market, at first in a modest way and to a limited extent, 
a hair tonic which he called ““Westphal’s Auxiliator.”” This tonic 
had an alcohol base of 55 per cent. The tonic was put up in bottles 
of two sizes, 544 ounces and 12 ounces. The inventor obtained 
and registered at Washington a trade-mark represented by a small 
paster about an inch square of black with white lettering, and in 
the center a red disk bearing the initials “P.W.” In 1882 he 
adopted and registered in the United States Patent Office at Wash- 
ington, D. C., a label placed upon the bottles, at the top of which 
appeared the word “Westphal’s,” and beneath in different type 
the word “‘Auxiliator,” then, below, the statement that it contained 
55 per cent. of grain alcohol and was for the preservation, beauty, 
growth and restoration of the hair. Directions for using were 
printed on the label, and it was finally signed, “Paul Westphal, 
New York.” There was also noted thereon that the label was 
registered in the United States Patent Office at Washington in the 
year 1882, and that the trade-mark was registered August 11, 1908. 
From 1881 until the present time the manufacture and sale of this 
tonic has continued, the same form of bottle being used with the 
same label as originally appeared upon the hair tonic put out by 
Paul Westphal. Paul Westphal died in 1907, leaving a widow 
and seven children, namely, his sons, Louis, Oscar, Albert, Paul, 
Henry and Fred, and a daughter, Nellie. The widow and the 
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seven children still survive. Paul Westphal made a will wherein 
he named his widow and his two sons, Louis and Oscar, as execu- 
tors. They qualified as such and carried on the business founded 
by their father until the year 1910, when a corporation was formed 
under the name of Paul Westphal. The capital stock of the new 
corporation was held by the executors for the benefit of the estate. 
Louis Westphal was elected president and treasurer, Oscar West- 
phal, vice-president, and the widow, secretary of the corporation. 
That organization has continued until the present time. The hair 
tonic business from its beginning grew quite rapidly. The tonic 
itself is acknowledged by all to be a most excellent preparation, 
and is in general use in barber shops throughout the country. It 
is on sale at drug stores and in department stores. It is generally 
known under the trade-name of “Westphal’s.” Indeed, the name 
“Auxiliator,” somewhat difficult of pronunciation, is seldom used 
in the trade. A large amount of evidence was given at the trial to 
the effect that barbers are generally asked by their patrons for 
‘“‘Westphal’s,” and are accustomed to ask their customers if they 
shall use ““Westphal’s” upon their hair. Thus the name of West- 
phal’s has acquired a secondary meaning, and in reality describes 
the hair tonic manufactured by the plaintiff and which was orig- 
inally invented by the elder Paul Westphal. There is probably 
hardly a barber shop in the United States in a town of any impor- 
tance which does not have Westphal’s upon its shelves. It is no 
longer known as ‘“Westphal’s Auxiliator,’ but is generally known 
as ““Westphal’s.” 

The defendant Paul Westphal is a grandson of the original 
Paul Westphal. After the death of his grandfather and when he 
became a youth of seventeen years of age or thereabouts, the grand- 
son was given employment by his uncles and grandmother, who 
were carrying on the business originated by his grandfather in the 
manufacture and sale of the hair tonic known as Westphal’s. He 
evidently was not satisfied with his opportunities, and worked for 
the plaintiff for only about eleven months. He was given the 
menial work of cutting up soap for an egg shampoo which the 
plaintiff was also manufacturing. He also was called upon to 
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attend to the furnace used to heat the little factory where the hair 
tonic was made. He stated in his evidence that he was given the 
“dirty work” to do. He received $12 or $14 a week at first, and 
was finally paid $20 a week for his services. He was not satisfied 
with this and he left the plaintiff's employ. He first engaged as 
a ticket agent at a station on Long Island, and afterwards went 


into the barbers’ supply business, dealing generally in hair brushes, 
shaving tools, razors, lotions, hair tonics, soap, etc., used by bar- 
bers. He did not continue at this for long, and finally undertook 
the manufacture and sale of a hair tonic himself. Sometimes he 
was in partnership with another and at times he ran the business 
alone. For some time while in partnership he used the name “Paul 
Westphal Company,” and his hair tonic, resembling in color and 
appearance and in similar containers to those used by the plaintiff, 
was sent out under the name of “Paul Westphal Company.” It 
was called “Westphal’s World’s Best Hair Tonic.” On the neck 
of the bottle used by the plaintiff for distribution of its “West- 
phal’s” there is an oval label upon which appears the words “Guar- 
antee Paul Westphal.’’ On the neck of the bottle put out by the 
defendants under the name of Paul Westphal Company of their 
hair tonic there was an oval label similar in shape to that used on 
the plaintiff's bottle, and upon which the words appear “Guaranteed 
Paul Westphal Co., New York.” The defendant Paul Westphal, 
on or about November, 1924, in conjunction with the defendant 
Honic, incorporated his business under the name of “Westphal’s 
World’s Best Corporation,” and upon their containers as used at 
the time of the trial there appeared upon the label at the foot 
thereof “Manufactured by Westphal’s World’s Best Corp., Paul 
Westphal, Pres., New York.” It is the use of the word “Westphal” 
in connection with the sale and distribution of hair tonic to which 
the plaintiff objects and which the court, by the judgment appealed 
from, restrained the defendants from using. 

At first thought it would seem somewhat unusual at least that 
a man should be restrained from using his surname in connection 
with his business and in advertising wares which he manufactured. 
Unquestionably, if the evidence indicated that the defendants had 
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acted honestly in adopting the word “Westphal’s” to describe their 
goods, and thereby they had not deprived the plaintiff of a property 
right in such name and had done nothing to injure the plaintiff, 
the court would have been compelled to deny the plaintiff injunc- 
tive relief. After reading the evidence in the case we are convinced 
that the defendants have not acted honestly, but have illegally 
appropriated the name “Westphal’s” and have sought by advertis- 
ing and by putting out their goods to destroy the plaintiff, and 
through fraud and deceit to deprive it of a property right which 
the plaintiff, through long years of hair tonic manufacture and in 
advertising the same and in dealing with the trade, had acquired. 
Not only this, but the evidence shows and is uncontradicted that 
the president of the defendant, young Paul Westphal, has threat- 
ened to destroy the plaintiff and to drive it into bankruptcy by 
appropriating the name “Westphal’s.” The evidence leaves no 
doubt in our minds that the defendants have been guilty of a most 
palpable fraud upon the plaintiff. 

The defendant Honic for several years was employed by the 
plaintiff as a salesman. While in such employ he secretly and 
without the knowledge of the plaintiff or its officers, while distribut- 
ing plaintiff’s product upon a 10 per cent. commission basis, was 
distributing and selling a competing hair tonic of his own manu- 
facture. When the term of his original contract ended, Oscar 
Westphal, the plaintiff's vice-president and its real head, refused 
to give Honic a new contract. The plaintiff corporation has had 
many troublous experiences in connection with carrying on its 
business—internal as well as external. Repeated attempts have 
been made by others to appropriate its trade-name and good-will, 
and plaintiff has been compelled to resort to the courts and obtain 
injunctive relief restraining others from infringing upon its rights. 
Not only this, but about 1910 there was a man by the name of 
Smaw connected with the plaintiff corporation. Smaw was a law- 
yer well advanced in years and did some little legal work in con- 
nection with the plaintiff's business and looked after tax matters 
for those connected with the plaintiff. He was given desk room 
in plaintiff’s office and was kept upon plaintiff’s payroll. Smaw, 
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the evidence would indicate, turned out to be a disturbing element, 
and entered into a conspiracy with Louis Westphal, the nominal 
president of the plaintiff, but who himself owned only one-seventh 
of a two-thirds interest in the business, and made claim that the 
estate of Paul Westphal, deceased, and the business then being 
carried on by the executors were indebted to him in a considerable 
sum. Action was brought against the executors up in Rockland 
County. Process was served upon Louis Westphal without the 
knowledge of his brother Oscar or the others actively interested 
in the business. Judgment was obtained, and it was claimed a 
sale was made of all of the stock, fixtures and business rights of 
the Westphal Company then being carried on by the executors of 
Paul Westphal, deceased. The first intimation that Oscar Westphal 
had of all this was when Smaw coolly announced one day that he 
had reorganized the business and had incorporated the same and 
was the owner of the entire works. Oscar Westphal at once took 
legal counsel and action was started, the result of which was that 
the attempt of Smaw to gobble the business was set aside; Smaw 
himself landed in jail, where he was sojourning at the time of the 
trial with a judgment of some $10,000 against him for moneys of 
the concern illegally converted by him. The evidence is undis- 
puted that in this fiasco of Smaw’s he had the support and approval 
of Louis Westphal, and that the defendant Honic was also in the 
conspiracy. From that time on Louis Westphal appears to have 
taken no active interest in the affairs of the plaintiff corporation. 
Soon thereafter the business was incorporated under the name of 
Paul Westphal. 

For many years the plaintiff and its predecessor have been 
engaged in systematic advertising of hair tonic, known as ‘“‘West- 
phal’s Auxiliator.” This advertising was carried on by means of 
rather ornate and expensive placards displayed in prominent places, 
in transparent window advertising, in the distribution of circulars 
among the barber supply houses and by advertising in trade pub- 
lications throughout the country. The evidence is to the effect 
that in the year preceding the trial the plaintiff spent some $12,000 
in such advertising, and that in previous years since the corpora- 
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tion was formed and before the average expenditure for advertising 
was $7,000 a year. These sums are not relatively great amounts 
to be spent for advertising, but it appears therefrom that the plain- 
tiff has consistently and constantly advertised its hair tonic, thereby 
building up a prosperous business. The evidence shows, moreover, 
that “Westphal’s” is used throughout the country, and is generally 
regarded as the best hair tonic upon the market; that its use is 
beneficial to the scalp in the elimination of dandruff and in the 
preservation and growth of the human hair. It is evident from the 
testimony that young Paul Westphal and his father and mother 
were dissatisfied with the somewhat conservative methods of adver- 
tising and putting out the hair tonic which the plaintiff adopted 
and has consistently followed. The plaintiff never sold its goods 
in bulk, always advertising that it was sold only in 12-ounce and 
514-ounce bottles. On the other hand, soon after the defendants 
started in the business of selling hair tonic their product was widely 
advertised in the trade journals and throughout the country, and 
in these advertisements it was stated that the hair tonic put out by 
the Paul Westphal Company was “now sold in bulk.’ The evident 
purpose of such advertising and the use of the words “now sold 
in bulk” was to give the trade the impression that the defendant 
company was dealing in the original Westphal’s tonic, and that a 
new policy had been adopted by the old original company of selling 
its commodity in bulk at a comparatively low price. That such 
advertising did have that effect with the trade appeared from the 
large number of letters offered and received in evidence from 
barber supply houses throughout the country to the plaintiff ask- 
ing information as to whether the preparation “Westphal’s World’s 
Best Hair Tonic,” as advertised by the defendants, was manu- 
factured by the plaintiff company and whether it was true they 
sent out their goods in bulk. Large numbers of orders came to 
the plaintiff from various jobbers and barbers’ supply houses 
throughout the country asking the plaintiff to forward large quan- 
tities of their hair tonic in gallon containers—the bulk packages 
put out by defendants. A great deal of confusion has resulted, 
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and a large number of letters were introduced in evidence showing 
that the trade was misled by defendants’ advertising. 

The evidence shows that the defendants have been most unfair 
in their practices, and that, if possible, the plaintiff should receive 


injunctive relief against a continuance of defendants’ practices. 
That the trial justice was so impressed clearly appears from the 
verbal opinion rendered by the learned justice near the close of the 
testimony in the case. In this connection the court said: 


“I will announce right now that I shall give judgment for the plaintiff 
and an injunction enjoining the defendant corporation from using any 
preparation that is similar to the plaintiff’s, any preparation that has the 
shade of color of the plaintiff’s, any container that is similar to the plain- 
tiff’s container, or any container that is as similar to it as those which 
are exhibits here. Further, the defendant will be enjoined against the 
general use of advertisements in the conduct of its business such as 
would deceive not chemists, not lawyers, but such as would deceive barbers 
and customers, who would only incidentally look at a preparation sub- 
mitted to them. By reason of the fact that it appears that this young 
man, Paul Westphal, who bears the same name as his grandfather, is 
engaged in this business, and as counsel for the defendant contends that 
there is no power in the court to stop him in the use of his name, I would 
say that as I understand the authorities the rulings of the courts are that 
this cannot be done so long as he honestly uses his own name. The testi- 
mony here shows that right from the beginning, even while Louis West- 
phal was active in the plaintiff's business, and Honic was a salaried em- 
ployee of the plaintiff, they were then working against the interests of 
the plaintiff corporation, because Honic, who was their sole salesman, 
was selling the product of another company in which he and Louis West- 
phal were interested, and when that company was given up then this 
last new company, which is the defendant in this action, was organized. 
Nothing impresses me more as to the dishonesty of these people who are 
conducting this defendant company than the advertisements which de- 
fendant’s counsel has introduced as evidence, and it satisfies me that as 
far as the court has power to do it the whole transaction should be en- 
joined. As to what words shall be used in the formal injunction order 
and judgment to be entered on this decision I am somewhat uncertain 
about. It might be well for counsel to consult on that point. In any 
event I direct that the decision and judgment be submitted on notice, and 
include just as much as the court is authorized to give toward stopping 
these men who dishonestly and with malice aforethought entered into 
business with the idea of destroying the plaintiff’s business because they 
did not think they were advanced enough in their methods of business, and 
instead of honestly getting possession of the corporation they have adopted 
the name, using the name Paul Westphal in order to destroy the plaintiff 
corporation. There is no doubt that the court should issue an injunction 
in this case. * * * The question I have got to decide now is what words 
that injunction shall contain. Any honest business man could tell without 
being a lawyer at all that this young grandson thought he saw a mint 
of money in getting control of that business; he probably felt being 
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advised by Mr. Honic, an active salesman, that if they could only take 
possession of that business they could make ten times more than they did. 
This old grandmother, who represents the original Paul Westphal, has 
got the best right to come into this court to protect her interest as a stock- 
holder in this plaintiff corporation, and the court will go as far as it 
possibly can under the law to do that, in order, in addition, to give this 
young man a lesson that although every young man if he will go into 
business honestly has a chance to succeed, the courts are here to prevent 
the very thing that he started to do here in the opening of his business 
career. And when I saw his father, the president of the plaintiff cor- 
poration, sitting beside his son whom he wanted to help destroy the old 
corporation—why the court would not allow it. There is no judge that 
ever listened to an injunction suit and listened to the evasive and uncer- 
tain testimony given by this young man and by Honic in reference to 
important material things in this case that would not right from the 
bench say ‘injunction issued.’ If there is any way of this family getting 
together, let them get together. If there is not, then the injunction has 
got to issue.” 

From the colloquy of counsel when the trial court thus an- 
nounced its intention it appears that even the trial counsel for 
the defendants admitted that plaintiff was entitled to some relief 
by way of injunction. 

The only question that remains is as to whether or not the 
trial court exceeded its power in granting the injunction contained 
in the judgment appealed from. We are of the opinion that the 
injunction granted was none too broad, and that nothing short of 
the relief granted will afford the plaintiff any protection from the 
fraudulent practices to which the defendants have resorted in the 
past, and to which, unrestrained, they would probably resort in 
the future. The evidence as we view it, is replete in showing the 
unfair and dishonest methods adopted by Paul Westphal and his 
associate Honic and of the corporation which they organized in 
carrying on its business. Prior to the organization of the defend- 
ant corporation known as Westphal’s World’s Best Corporation 
the defendant Westphal had adopted the name of “Paul Westphal 
Company.” On September 15, 1924, the Paul Westphal Company 
sent out a circular letter known as “Convention Special,” in which 
they advertised “Westphal’s World’s Best Hair Tonic.” Much 
advertising was done at and about that time by the Paul Westphal 
Co. of New York, the trade-name adopted by the defendants. Win- 


dow display cards were put out by the defendants bearing the in- 
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scription “Westphal’s” in large letters, and beneath, “World’s Best 
Hair Tonic, manufactured by the Paul Westphal Company, New 
York.” The defendants advertised in the Barber’s Journal as late 
as January, 1925, ‘““Westphal’s World’s Best Hair Tonic is the 
original and genuine formula and best foaming tonic manufactured.” 
(Italics are the writer’s.) At about this time they commenced to 
use the words in their advertising matter, ‘“Now sold in bulk.”” The 
evidence was to the effect that the defendants’ hair tonic was manu- 
factured by young Paul Westphal, and yet the evidence shows that 
he had no experience as a chemist and knew nothing of compound- 
‘ing the ingredients of the tonic. He denied any knowledge of the 
formula of which plaintiff's tonic was made. Nevertheless, the 
tonic which he put out was shown to be made up of practically 
the same ingredients and to be of almost precisely the same color 
as that of the original Westphal’s. That the name “Westphal’s” 
is the important name in connection with these tonics appears from 
its general use in advertising. The evidence also shows that large 
numbers of orders for plaintiff's hair tonic were received by the 
Paul Westphal Company, and that many of these orders were not 
forwarded to the plaintiff, but, in some cases at least, were sent back 
to the persons ordering the goods with a statement that the de- 
fendant’s company did not make the auxiliator, and soliciting from 
the persons ordering orders for defendants’ product. The evidence 
also shows that the defendant Honic himself incorporated a hair 
tonic company known as the “Bald Pate Company,” and that Louis 
Westphal, the nominal president of the plaintiff, and the father of 
the defendant Paul Westphal, without the knowledge of Oscar West- 
phal or those connected with the plaintiff, joined with Honic in 
his corporation, taking one-half of its capital stock. Finally this 
corporation was sold out to three individuals. In the Bald Pate 
Company Honic was president, Louis Westphal was secretary and 
treasurer, and his wife, defendant’s mother, Hattie W. Westphal, 
was vice-president. The evidence clearly indicates a very bald 
attempt on the part of the defendant Paul Westphal, aided and 
abetted by his father and his mother, to wreck the original concern 
and to appropriate its business. A bit of evidence given near the 





PAUL WESTPHAL V. WESTPHAL’S WORLD’S BEST CORP’N, ET ALS. 149 


close of the trial sheds considerable light upon the animus of the 
defendant Paul Westphal. Oscar Westphal, the vice-president and 
acting president of the plaintiff, testified, with reference to talks 
he had had with the defendant Paul Westphal, in which he had 
remonstrated with his nephew against the use of the name West- 
phal to the injury of the plaintiff. The following testimony oc- 
curred: 

“Q. What have you ever said to him (Paul Westphal) about 
using the name Westphal in the hair tonic business? A. I told 
him he should give it up or otherwise I would start suit against 
him. Q. And what did he say? A. He said he would make me 
bankrupt selling this stuff. Q. Did you tell him what you have 
stated more than once? A. Yes, sir; lots of times I told him that. 
Q. And he responded that he would make you bankrupt by using 
the name Westphal, did he? A. Yes, sir.” 

This most important testimony, as showing the attitude and 
the dishonest intention of the defendant Paul Westphal stands 
undenied in the record. Paul Westphal was present at the trial 
several days and was long upon the witness stand, and the impor- 
tant testimony given by his uncle above quoted remained uncon- 
tradicted. The whole testimony shows to this court, as it did 
to the learned justice presiding at the trial, that the defendants 
were attempting to wreck the plaintiff and to appropriate its busi- 
ness and good-will. 

The law is well settled that even in cases where family names 
are involved a person may not give his name to a corporation and 
thereby take from another concern its good-will and rights which 
it has acquired by the use of such name. The case of Higgins 
Company v. Higgins Soap Company (144 N. Y. 462) is in point. 
In that case the plaintiff Higgins Company and its predecessors 
had been engaged for years in the manufacture of soap. The name 
Higgins had acquired a secondary meaning, indicating not only 
the soap but its maker. Charles S. Higgins was originally con- 
nected with the plaintiff under a contract which reserved to him 
the right to engage in the soap business at such time as plaintiff 
should terminate his employment at $15,000 a year. His services 
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were terminated, and thereupon the said Charles S. Higgins or- 
ganized the defendant corporation under the laws of the State of 
New Jersey and started a rival business in the city of Brooklyn. 
The name of the plaintiff was Charles S. Higgins Co. The de- 
fendant’s name was the Higgins Soap Co. The plaintiff's soap was 
known as Higgins soap. On the defendant’s wrappers appeared 
the words: “Higgins Soap Company. Original Laundry Soap, 
Charles S. Higgins, President.” And to digress a moment, it 
should be mentioned that the defendant repeatedly advertised its 
hair tonic as “Westphal’s World’s Best Hair Tonic is the original 
and genuine formula.” Young Paul Westphal explains this by 
stating that he meant that it was his original formula. His ex- 
planation is hardly satisfactory. In the Higgins case the Court 
of Appeals, reversing the lower courts, held that the plaintiff was 
entitled to an absolute injunction restraining the defendant from 
using its corporate name. The case appears to be on all fours 
with the case at bar. In the course of the opinion the court said 
(at page 468): 

“The sole test of liability is whether the acts done, either in organizing 
the defendant or in the prosecution of its business subsequently, invaded 
any right of the prior corporation or exceeded the boundaries of fair 
competition. On the other hand, we think it is equally clear that the 
defendant derives no additional immunity from the fact that the name of 
‘Higgins’ in its corporate name was that of one or more of its corporators, 
or that Charles S. Higgins, or anyone of that name, might engage in the 
soap business under the family name, or that Charles S. Higgins and 
the other corporators of the same name had consented to its use.” 

The Court of Appeals, in the Higgins case, wrote a very ex- 
haustive opinion, from which it will be drawn that while a person 
may use his own name in his own business he may not in bad faith 
give it to another, and thereby deprive one who has obtained the 
right to use such name and whose goods are identified by the name 
from a property right therein. The Court of Appeals further said 
in the course of the opinion (at page 471): 


“The inference seems irresistible that the defendant assumed its 
corporate name so that it should carry the impression that it was the 
manufacturer of ‘Higgins Soap,’ so well known to the public.” 

There is not the slightest doubt from the evidence but what 
Paul Westphal adopted and exhibited the name “Westphal’s” with 
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a view of creating the impression that his preparation was the 
original preparation of his grandfather. The defendant’s prepara- 
tion is sold in bulk, and the evidence showed that it was put out 
at a much less price than the plaintiff’s bottled goods. The evi- 
dence also indicated that the bulk packages of hair tonic sent out 
by the defendant were sold and distributed by unscrupulous agents 
under the claim that it was the original Westphal’s, and that empty 
bottles which had contained the original Westphal’s were refilled 
from the gallon cans of defendant’s hair tonic. 

To like effect is the case of Ajar Tool Company v. Buchalter 
Tool Company, Inc. (125 Misc. 752). 

Mr. Justice Laughlin, sitting at equity term in Chautauqua 
County, in S. Howes Co. v. Howes Grain Cleaning Co. (24 Misc. 
88) held under circumstances almost identical with those in the 
case at bar that the defendart should be restrained from the use 
of the word “Howes” in connection with its business. There ap- 
pears to have been no appeal from the decision of Justice Laughlin 


in the Howes case, and we think the opinion of Mr. Justice Laugh- 
lin correctly states the law. In the opinion Justice Laughlin, 
among other things, said, at page 85: 


“These facts were known to a majority of the incorporators of the 
defendant. The plaintiff's corporate name gives no indication of the 
nature of the business it was organized to carry on. The defendant’s 
corporate name indicates its business quite accurately, but it as accurately 
indicates the business done by the plaintiff and its predecessors. The 
incorporators of the defendant deliberated on the selection of a name for 
the new company. Their attention was at the time drawn by one of their 
number to the question as to their right as against the plaintiff to use 
the name finally adopted. Some of the other incorporators of the defend- 
ant possessed as great a knowledge and experience in the business and had 
as extensive a reputation and acquaintance as Charles N. Howes, whose 
surname they used in their corporate title, after purchasing the right so 
to do from him. The facts established give rise to the inference that these 
incorporators knew and realized that the name Howes was valuable in 
that line of business on account of the reputation given to it by said 
Simeon Howes, and not on account of the reputation of Charles N. Howes, 
and that in thus using that name they expected to profit by the reputation 
of the former. * * * The evidence shows some confusion of business directly 
attributable to the similarity of these corporate names. Business letters 
of inquiry as to prices of machinery, preliminary to placing orders, have 
been addressed to and received by the defendant when they were intended 
for the plaintiff. In some such instances the defendant, in addition to 
replying that it did not manufacture the particular machinery concerning 
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which inquiries were made, took occasion to recommend its own machinery. 
The use of the name Howes in the defendant’s name, under these circum- 
stances, has resulted in unfair competition, and amounts at least to con- 
structive fraud upon the rights of the plaintiff and upon principle and 
authority authorizes and requires the granting of a permanent injunction” 
(citing numerous cases). 

A temporary injunction had been granted previously and sus- 
tained on appeal, restraining defendant from using its name (S. 
Howes Co. v. Howes Grain Cleaner Co., 19 App. Div. 625). 

The case of De Long v. De Long Hook & Eye Co. (110 Misc. 
577, aff'd 89 Hun, 899) is a leading case upon the subject. In 
that case the court held that “the right of a person to use his own 
name in his business did not authorize him to give his name to a 
corporation with a view to make it similar to that employed by 
plaintiffs in the same business, to their injury or that of the public.” 
The trial court, Mr. Justice O’Brien writing, among other things, 
said at page 582, concerning the right of a person to use his own 
name in his own business, that “the right, however, of one to use 
his own name in his own business is something very different and 
distinct from the lending or giving of his name to a corporation 
for the purpose of engaging in a business which has been conducted 
by others under precisely the same name.” 

In the course of his opinion Justice O’Brien refers to certain 
cases where injunctive relief was denied, and as to them the learned 
justice said, at page 583: 

“It was found, however, in these cases as a fact that there was no 
attempt to deceive and no tendency to deceive the public by the use of the 
names employed.” 

In the case at bar the record is replete with evidence showing 
not only an attempt to deceive, but that a great confusion resulted 
in the trade generally from the use of the name Westphal’s in 
connection with the defendant’s business and advertising. The 
General Term, First Department, affirmed Justice O’Brien in the 
De Long case (89 Hun, 899). In the course of the opinion of the 
General Term, written by Justice Parker, the learned justice said, 
at page 402: 


“The real test in such cases is whether the thing offered for sale is 
so arranged and exhibited that when it strikes the eye of an intending 
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purchaser, possessed with ordinary intelligence and judgment, a false 
impression is likely to be produced that the goods of another are being 
offered for sale. And when that inquiry must be answered in the affirma- 
tive, as it has been in this case, ‘it is the province of equity to interfere 
for the protection of the purchasing public as well as of the plaintiffs, 
and for the suppression of unfair and dishonest competition.’ * * * It is 
the appellant’s contention that notwithstanding the determination of the 
court that defendant’s conduct in the use of the word ‘De Long’ was 
intended to deceive the public and enable it to sell its goods as if they 
were plaintiff's goods, and therefore fraudulent, still it cannot be visited 
with the consequences which ordinarily flow from such action, because of 
the fact that one of its corporators and stockholders bore the name of 
De Long. * * * But that is not this case, for the promoters of this cor- 
poration could have given to it the name of either of the other incorporators 
or any other name they liked, provided the designation was honestly made 
and without injury to others. But the circumstances surrounding the 
creation of the defendant and the name of it satisfies us, as they did the 
trial court, that the selection of the name was not an honest one, but a 
part of the original scheme of Oscar A. De Long to make such use of his 
own name as would enable him to profit by the name which the plaintiffs 
had given to their hooks and eyes, and which they had made valuable by 
much labor and a liberal expenditure of money. The recent case of 
Higgins Co. v. Higgins Soap Co. (144 N. Y. 462), decided since the entry 
of the judgment appealed from, is conclusive upon the proposition that 
a corporation will not be permitted to make use of a name thus acquired 
and for such a purpose. * * * In this case Oscar A. De Long, the original 
promoter of defendant, knew all the facts. * * * And further than that, 
the facts before us are such, as we have already said, as require the infer- 
ence that he brought about the naming of the defendant with the intent 
that the public should receive the impression that it was the manufacture 
of ‘De Long’s Hooks and Eyes’ so well and favorably known to the public. 
The court further decided in Higgins’ case that the defendant derived 
no additional immunity from the fact that the name of ‘Higgins’ in its 
corporate name was that of one or more of its incorporators, or that one 
of its members might have engaged in the same business under his own 
name, or had consented to the use of the name by the defendant. The 
decision in Higgins case answers the contention of the appellant as to that 
point. The same proposition was recently asserted in William Rogers 
Mfg. Co. v. R. W. Rogers Co. (66 Fed. Rep. 66). In view of the comment 
which the court made in Higgins’ case (supra) upon Meneely v. Meneely 
(62 N. Y. 427) it is sufficient to say in this case that it is not in point. 
While fully concurring with the main features of the judgment we never- 
theless think the complaint of the appellant, that the judgment is too 
broad, is well founded. It is certainly more comprehensive than either 
the decision or the opinion of the trial court. We find no authority in 
this record for holding that the defendant may not manufacture and sell 
hooks and eyes of the character which it was manufacturing. Nor are 
we able to find any basis for the claim that the plaintiffs have the exclu- 
sive right to the use of cards to hold hooks. In so far as the judgment 
restrains the defendant from using the word ‘De Long’ the judgment 
should be affirmed, but it should not embarrass the defendant in any honest 
effort which it may hereafter make to put its goods upon the market in a 





154 SIXTEEN TRADE-MARK REPORTER 


manner which shall have the effect of persuading customers that the de- 
fendant’s goods are the manufacture of the plaintiffs.” 

This court is unanimously of the opinion that the plaintiff is 
entitled to injunctive relief, but a minority of the court feel that the 
injunction granted by the court below is too broad, and cite in 
support of their contention the case of Stephen Merritt Burial and 
Cremation Company v. Stephen Merritt Company, et al. (155 App. 
Div. 565 [5 T. M. Rep. 236]; modified in Court of Appeals on 
dissenting opinion of Ingraham, P. J., in this court, 214 N. Y. 
676). In the Merritt case a very broad injunction was granted 
the plaintiff by the Trial Term, restraining defendant corporation 
from transacting or seeking to transact any undertaking, funeral 
or embalming business within the city of New York under the name 
or style of “The Stephen Merritt Company,” or under the name, 
style, title or designation of which the name “Stephen Merritt” 
forms a part, or from displaying at any such place of business any 
portrait, bust or likeness of the defendant Rev. Stephen Merritt, 
or from advertising to the public that the defendant Rev. Stephen 
Merritt is employed by said corporation. The individual defend- 
ants were enjoined from transacting or seeking to transact within 
the city of New York any undertaking, funeral or embalming busi- 
ness under the name or title “Stephen Merritt Company,” or under 
any name, style, title or device of which the name “Stephen Mer- 
ritt” forms a part, and the defendant Rev. Stephen Merritt was 
enjoined from transacting or seeking to transact within the city 
of New York any undertaking, funeral or embalming business under 
his own name, or any name, style, title or device of which the name 
“Stephen Merritt” forms a part, or granting any license to any 
individual, partnership or corporation transacting or seeking to 
transact any such undertaking, funeral or embalming business with- 
in the city of New York, to use the picture, portrait, name, fame or 
reputation of the defendant Rev. Stephen Merritt, directly or in- 
directly, for the purpose of soliciting trade, custom or patronage. 
He was also enjoined from soliciting business, either for himself 
or for any individual, partnership or corporation engaged in the 
undertaking, funeral or embalming business within the city of New 
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York. The defendant Stephen Merritt, Jr., was enjoined from 
transacting or seeking to transact within the city of New York any 
undertaking, funeral or embalming business under the name or title 
“Stephen Merritt Company,” or any name, style, title or device 
of which the name “Stephen Merritt” forms a part or from acting 
as officer or incorporator of any corporation bearing such name, 
style or title engaged in carrying on either of the aforesaid busi- 
ness or businesses, except that he might carry on the said business 
or businesses under the title “Stephen Merritt, Jr.,” or “Stephen 
Merritt, The Younger.” In that case a majority of this court up- 
held the injunction granted by the trial court. The Court of Ap- 
peals, however, modified the judgment of affirmance of this court 
on the dissenting opinion of Ingraham, Presiding Justice of this 
court,—An examination of the prevailing and dissenting opinions 
in this court in the Merritt case clearly distinguishes that case from 
the case at bar. In that case there was no charge of fraud in the 
use of the name “Stephen Merritt” in connection with the defendant 
corporation. Mr. Presiding Justice Ingraham, in support of the 
proposition that one may not be deprived of the use of his own 
name in business, cited the well-known authorities of Meneely v. 
Meneely (62 N. Y. 427), World’s D. M. Ass’n v. Pierce (208 N. 
Y., 419 [2 T. M. Rep. 23]), and Donnell v. Herring-Hall-Marvin 
Safe Company (208 U. S. 267). In discussing the cases Presiding 
Justice Ingraham, in his opinion, said (at page 573): 

“In Meneely v. Meneely (62 N. Y. 427) the defendants had been en- 
joined from the use of their own name in the bell foundry business; the 
referee found that the use of the name ‘Meneely’ was calculated to, and 
did, mislead persons who were not personally acquainted with the plain- 
tiffs and defendants, and that the use of the name Meneely was injurious 
to the plaintiffs business. In sustaining a reversal of that judgment, 
Rapallo, J., said: ‘The manner of using the name is all that would be 
enjoined, not the simple use of it; for every man has the absolute right to 
use his own name in his business, even though he may thereby interfere 
with or injure the business of another person bearing the same name, 
provided he does not resort to any artifice or contrivance for the purpose 


of producing the impression that the establishments are identical or do 
anything calculated to mislead.” (Italics are the writer’s.) 


It is apparent, therefore, that the Meneely case, upon which 
Presiding Justice Ingraham relied, is clearly distinguishable from 
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the case at bar and is an authority in support of the granting of 
the injunction in the judgment appealed from. In the case at bar 
the evidence is overwhelming that the defendants, and young Paul 
Westphal in particular, did resort to artifice and fraud for the very 
purpose of producing the impression that they and the defendant 
corporation were manufacturers of the original Westphal’s hair 
tonic. In the record there is abundant evidence showing an inten- 
tion on the part of the defendants to mislead the public, and that 
the public was misled by the defendants’ acts. In the second case 
relied upon by Presiding Judge Ingraham (World’s D. M. Ass’n v. 
Pierce, 208 N. Y. 419) the Court of Appeals said, at page 424: 


“It is a general principle of law that one’s name is his property, and 
he has the same right to its use and enjoyment as he has to that of any 
other species of property (citing authorities). It is, however, also a 
general principle of law that no man has the right to sell his products 
or goods as those of another. He may not, through unfairness, artifice, 
misrepresentation or fraud, injure the business of another or induce the 
public to believe his product is the product of that other. The law 
protects the honest dealer in the business which fairly is his, and the 
public from deception in trade.” 


In the third case cited in the dissenting opinion of Presiding 
Justice Ingraham in Merritt Burial §& Cremation Company v. Mer- 
ritt Company (Donnell v. Herring-Hall-Marvin Safe Co., 208 U. S. 
267) the United States Supreme Court said (at page 272): 


“The good-will sold was that of Hall’s Safe and Lock Company. 
There is nothing to show that while that company was going the sons of 
Joseph L. Hall could not have set up in business as safe makers under 
their own name and could not have called their safes by their own name, 
subject only to the duty not to mislead the public into supposing when 
it bought from them that it was buying their father’s safes.” (Italics are 
the writer’s.) 

Thus, in Donnell v. Herring-Hall-Marvin Safe Company, Inc., 
the facts are distinguishable from those in the case at bar, and 
the decision there supports the judgment appealed from here. All 
that the judgment appealed from restrained the defendants from 
doing was from the manufacture, sale or dealing in hair tonics or 
other barbers’ supplies within this state or elsewhere under the 
name of Westphal, Paul Westphal, Westphal’s, Paul Westphal Co., 
Westphal’s World’s Best Corporation, or any of the said names, 


or using said name of Westphal either alone or in conjunction with 
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other words or symbols, or in any manner, within the State of New 
York or elsewhere, in connection with the hair tonic or barbers’ 
supply business. The judgment appealed from merely enjoins the 
defendants from the use of the name “Westphal’s” in connection 
with the hair tonic or barbers’ supply business. They may engage 
in any other business using that name, or they may manufacture 
and sell hair tonic, but if they do they must not use the name 
“Westphal’s” in connection with such business. In the case of 
Stephen Merritt Burial and Cremation Company v. Stephen Merritt 
Company (supra), upon which a minority of this court bases its 
dissent, the injunction granted at Trial Term was upheld in so 
far as it restrained the defendant corporation from using the name 
“Stephen Merritt Company” in connection with the undertaking 
business. Mr. Justice Ingraham said (at page 575): 


“I think there is evidence to justify the court in enjoining the de- 
fendant corporation from using its name in the undertaking business as 
showing that it was used with the intention of unfairly competing with 
the plaintiffs business, and an injunction to that extent was justified by 
the evidence.” 

In the Court of Appeals (214 N. Y. 676, at page 677) the 
judgment in the Merritt case was modified in the following memo- 
randum: 


“Judgment modified on the dissenting opinion of Ingraham, P. J., 
below by striking out all the injunctive provisions thereof except the 
single provision enjoining the defendant corporation from using the name 
Stephen Merritt Company in the undertaking business.” (Italics are the 
writer’s.) 

All that the defendants are restrained and enjoined from doing 
in the case at bar is from manufacturing, selling or dealing in hair 
tonics or barbers’ supplies under the name of Westphal, or any 
other name where the name “Westphal” is used alone or in con- 
junction with other words or symbols. The dissenting opinion of 
Mr. Presiding Justice Ingraham in the Merritt case (supra), 
adopted by the Court of Appeals, and the authorities relied upon 
by the learned presiding justice in support of a modification of 
the injunction there granted, short of requiring any modification 
of the judgment in the case at bar, amply justifies the injunctive 
relief granted the plaintiff herein. 
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We are of the opinion that under the circumstances of the 
case at bar, as revealed by the record, the court below properly 
restrained the use by the defendants of the name “Westphal” in 
connection with the manufacture and sale of hair tonic, and that 
where, as in the case at bar, it clearly appears that defendants’ use 
of that name was for the dishonest purpose of obtaining from the 
plaintiff that for which it had labored for long years and for which 
it had spent a large amount of money in advertising, and for the 
purpose of deceiving the public into the belief that the defendants 
were engaged in the manufacture and sale of plaintiff’s well-known 
preparation, the defendants should be restrained. The past con- 
duct of young Paul Westphal and those associated with him has 
been such as to convince us that by nothing short of the injunction 
contained in the judgment appealed from will the plaintiff receive 
adequate protection. 

The judgment should be affirmed, with costs to the plaintiff- 
respondent against the defendants-appellants. 

Downe and Martin, JJ., concur. 


CrarkE, P.J. (dissenting): The injunction is too broad. It 
absolutely restrains the use by defendant Westphal of his own 
name. This may not be done (Merritt Burial § Cremation Co. v. 
Merritt Co., 155 App. Div. 565 [5 T. M. Rep. 286]; modified on 
dissenting opinion of Ingraham, P. J., 214 N. Y. 676). 

Fincn, J., concurs. 


Note: 


Beecu-Nvut Pacxine Co. v. P. Loritxiarp Co. 
[See 16 T. M. Rep. 12] 


United States Circuit Court of Appeals, Third Circuit 
September 11, 1925 


This case has been appealed to the United States Supreme 
Court on writ of certiorari, filed January 11, 1926. 
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Drive Ir Yoursetr Co. v. NortH, ET AL. 
(130 Atl. Rep. 57) 


Court of Appeals of Maryland 


June 29, 1925 


Trapve-Marxks anp Trape-Names—Corporate Name—Ricut to Use—Nor 
ExtTEensIBLeE TO Descriptive Terms. 

A corporation’s right to exclusive use of its own name exists at 
common law, and includes right to prohibit another from using name 
so similar as to be calculated to deceive; but a corporation cannot 
acquire right to use of words merely generic or descriptive, which 
have not acquired a secondary meaning, so as to enjoin their use by 
another corporation, in absence of actual fraud or intent to deceive. 

Same—Same—DescripriveNness—How Determine. 

The true test in determining whether a particular name or phrase 
is descriptive is not whether words are exhaustively descriptive of the 
article designated, but whether in themselves, and, as they are com- 
monly used by those who understand their meaning, they are reason- 
ably indicative and descriptive of thing intended. 

Same—Same—Same—“Drive Ir Yoursetr’ Herp Descriprive or SeExr- 
pRIVEN Moror VEHICLES. 

The phrase “Drive it yourself” held descriptive of business of 
hiring automobiles to public without a driver, and is not subject to 
exclusive appropriation by inclusion in corporate name. Moreover, 
the use by plaintiff, who, under name of Drive It Yourself Company, 
conducted business for a period of 18 months, and served approxi- 
mately 6,000 people, held not to have given descriptive phrase “Drive 
it yourself” a secondary meaning in a city with a population of nearly 
800,000 people. 

Same—Same—Same—Ricur to Use Descriptive Term nor AcqumepD BY 
Brier Use nor IpeNnTIFICATION WITH VALUABLE Bustness—SEc- 
ONDARY MEANING. 

The mere fact that person started business in particular locality 
and conducted it successfully for brief period of time is not sufficient 
to give such person exclusive right in that locality to use descriptive 
name by which business was generally known elsewhere throughout 
the country; nor is the fact that plaintiff's business is valuable, and 
is identified by its corporate name, which is purely descriptive of its 
business, alone sufficient to entitle plaintiff to exclusive use of such 
name. 


In equity. Suit for unfair competition. From a decree dis- 
missing the bill, complainant appeals. Affirmed. 


Ogle Marbury and Harry O. Levin, both of Baltimore, Md., 
for appellant. 
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George W. Lindsay, of Baltimore, Md., and Everett C. Wilson, 
of Kansas City, Mo. (Sauerwein, Lindsay § Donoho, of 
Baltimore, Md., on the brief), for appellees. 


Before Bonn, C. J., and Pattison, Urner, Apxins, Orrutt, 
Parke, and Watsun, JJ. 


Watusn, J.: According to the agreed statement of facts in 
this case, one Philip Milstone in January, 1928, began the business 
of hiring automobiles in the city of Baltimore to people who wished 
to drive the automobiles themselves. In August, 1928, Mr. Mil- 
stone, who was the pioneer in this field in Maryland, formed a cor- 
’ which cor- 
poration continued the same business, with Mr. Milstone as presi- 
dent of the company. From the inception of the business the phrase 
“drive it yourself” was used to describe and designate it, and large 
sums of money were spent in advertising it. The business has been 
continuously carried on at No. 1725 North Charles Street, and has 
proved successful, 45 automobiles being now used by the company, 
and the number of its customers being more than 5,000. 

In 1916, one Warwick Saunders originated in Omaha, Neb., 
the business of letting automobiles without drivers to people who 
desired to do their own driving, and used the slogan “drive it your- 
self” to designate and advertise the business. From this small local 
beginning Saunders and his associates have gradually developed 
and expanded the business until it is now in operation in 45 cities 
in the United States. In the course of this expansion, a simple, 
efficient, and practical plan of conducting the business, including 
a system of bookkeeping, method of handling the cars, and form 
of advertising, was developed, and the whole plan was finally called 
the “Saunders Drive It Yourself System.” This system is owned 
by the “Saunders Drive It Yourself Company,” but the “drive it 


poration known as the “Drive It Yourself Company,’ 


yourself’ business in various cities is managed by local corpora- 
tions or representatives to whom the system is supplied by the 
original company. It is also stated that a red and green label con- 
taining the words “Saunders Drive It Yourself System” was copy- 
righted by the original company, and appears on practically all 
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advertising matter used by members of the system throughout the 
country, including their envelopes, letterheads, contract forms, op- 
erating blanks, newspaper notices, etc. Shortly before August 20, 
1924, the appellees, who were the defendants below, opened up, 
as co-partners, a business known as the “Saunders Drive It Your- 
self System” at No. 8 East North Avenue in Baltimore city, just 
a few blocks from the place of business of the appellant and on 
the date just mentioned the appellant filed its bill of complaint 
against the appellees, asking: 


“That they be permanently enjoined and restrained from using or 
imitating the phrase or slogan ‘drive it yourself, either separately or in 
the window design at present employed by them on or about their place 
of business, or elsewhere, either on signs or by any device, or on their 
letterheads, billheads, advertisement stationery, either in full or as part of 
its name.” 

The bill of complaint pointed out the use of the phrase “drive 
it yourself” as part of the complainant’s corporate name, set out 
the establishment by the complainant of this sort of business in 
Baltimore, and alleged that the use of the phrase by the defendants 
confused the customers of the coraplainant, and caused many of 
them to think that the place of business of the defendants was a 
part or branch of the complainant’s business, but it did not allege 
any fraud or active deception by the defendants, other than the 
deception which the complainant alleged arose from the use of the 
phrase in question, and the proximity of the appellees’ place of 
business to the place of business of the appellant. The defendants’ 
answer denied that their use of this phrase was confusing to the 
customers of the complainant, and alleged that they had done noth- 
ing to deceive those customers, or to cause them to think that there 
was any connection whatever between the complainant’s business 
and that of the defendants, and the answer then alleged that the 
business they were starting was simply a further extension of the 
business established many years before by Warwick Saunders; 
that they were the Maryland representatives of the Saunders Sys- 
tem, and were using the label, advertising matter and other features 
of that system. A large mass of exhibits showing the label and 
advertising matter used by the Saunders System in other states was 
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filed in the case, and from these it appeared that the phrase “drive 
it yourself” has been constantly used by the Saunders System all 
over the United States, and the agreed statement of facts also 
shows that the phrase is used by many others engaged in the same 
business outside of Maryland, and that similar expressions, such 
as “U drive it,” have also been used. 

The case was submitted to the court below on the bill of com- 
plaint, answer, agreed statement of facts, and exhibits, and that 
court having declined to grant the relief asked, and having dis- 
missed the bill of complaint, the complainant appealed. The appel- 
lant contends that it is entitled to an injunction for two reasons: 
First, to protect its corporate name; and second, on the ground that 
even if the phrase “drive it yourself” is held to be descriptive, and 
hence not subject to exclusive appropriation as part of a corporate 
name, it has nevertheless acquired a secondary meaning in Mary- 
land, which refers entirely to the appellant’s business, and hence 
its use by the appellees constitutes unfair competition. 

There is no statute in Maryland governing the right of a cor- 
poration to the exclusive use of its own name, but such right exists 
at common law, and it includes the further right to prohibit another 
from using a name so similar to the corporate name as to be calcu- 
lated to deceive the public. Afro-American Owls v. Talbot, 128 
Md. 465, 91 A. 570. 

In the case just cited this court held that an organization 
known as the “Order of Owls” could not, in the absence of any 
proof of injury, restrain another corporation from using the name 
“Afro-American Order of Owls,” and it was further held that the 
rule for determining whether or not the right to the exclusive use 
of a name had been infringed was: 

“That where in the opinion of the court the similarity of names was 
such as was shown to have deceived the public, or to be liable to deceive 
the public, the injunction has been granted, and, where this was not the 
case, the injunction asked has uniformly been refused.” 

See, also, Creswill v. Knights of Pythias, 225 U. S. 246, 82 
S. Ct. 822, 56 L. Ed. 1074; American Clay Mfg. Co. v. American 
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Clay Mfg. Co., 198 Pa. 189, 47 A. 986; Plant Seed Co. v. Michel 
Plant § Seed Co., 87 Mo. App. 818; 14 C. J. 810, 826. 

This general right of a corporation is, however, subject to 
certain qualifications and exceptions, one of which is that— 


“Unless the words have acquired in the mind of the public a secondary 
meaning as denoting the goods or business of a particular company, a 
corporation cannot acquire the right to the exclusive use of * * * words 
merely generic or descriptive of a particular business, class of goods, 
process, sect, etc., which anyone may lawfully use so as to be entitled to 
enjoin their use by another corporation or association in its name, in the 
absence of actual fraud or intent to deceive.” 14 C. J. 329, 330. 

See, also, Goodyear India Rubber Glove Mfg. Co. v. Goodyear 
Rubber Co., 128 U. S. 598, 9 S. Ct. 166, 82 L. Ed. 585; Koebel v. 
Chicago Landlord’s Protective Bureau, 210 Ill. 176, 71 N. E. 862, 
102 Am. St. Rep. 154; Edison v. Mills-Edisonia, 74 N. J. Eq. 521, 
70 A. 191; Michigan Savings Bank v. Dime Savings Bank, 162 
Mich. 297, 127 N. W. 864, 189 Am. St. Rep. 558; and a number of 
cases collected in the note in L. R. A. 1917C, 958. 

In view of the rule just quoted, we find it unnecessary to de- 
cide whether or not the similarity between the names “Drive It 
Yourself Company” and “Saunders Drive It Yourself System” is 
sufficient to justify the court in enjoining the use of the latter as 
being a deceptive infringement of the former, because in our opinion 
the phrase “drive it yourself” is descriptive of the business in which 
the parties to this suit are engaged, and hence, under the authorities 
heretofore cited, it is not the subject of exclusive appropriation. 
There are innumerable cases in which the courts have been called 
upon to decide whether or not certain names were descriptive of 
the business being conducted under them, but, as the decisions in 
these cases depend upon the particular name and business involved, 
they furnish at best only a general guide by which future cases can 
be determined. However, it may prove helpful, and it is certainly 
of interest, to consider some of these decisions. It is to be noted 
that the rule prohibiting the exclusive appropriation of descriptive 
words as part of a corporate name is similar to the rule prohibiting 
the exclusive use of such words as trade-marks or trade-names, and, 
as both rules are based on the same principles, we have cited cases 
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filed in the case, and from these it appeared that the phrase “drive 
it yourself” has been constantly used by the Saunders System all 
over the United States, and the agreed statement of facts also 
shows that the phrase is used by many others engaged in the same 
business outside of Maryland, and that similar expressions, such 
as “U drive it,” have also been used. 

The case was submitted to the court below on the bill of com- 
plaint, answer, agreed statement of facts, and exhibits, and that 
court having declined to grant the relief asked, and having dis- 
missed the bill of complaint, the complainant appealed. The appel- 
lant contends that it is entitled to an injunction for two reasons: 
First, to protect its corporate name; and second, on the ground that 
even if the phrase “drive it yourself” is held to be descriptive, and 
hence not subject to exclusive appropriation as part of a corporate 
name, it has nevertheless acquired a secondary meaning in Mary- 
land, which refers entirely to the appellant’s business, and hence 
its use by the appellees constitutes unfair competition. 

There is no statute in Maryland governing the right of a cor- 
poration to the exclusive use of its own name, but such right exists 
at common law, and it includes the further right to prohibit another 
from using a name so similar to the corporate name as to be calcu- 
lated to deceive the public. Afro-American Owls v. Talbot, 128 
Md. 465, 91 A. 570. 

In the case just cited this court held that an organization 
known as the “Order of Owls” could not, in the absence of any 
proof of injury, restrain another corporation from using the name 
“Afro-American Order of Owls,” and it was further held that the 
rule for determining whether or not the right to the exclusive use 
of a name had been infringed was: 

“That where in the opinion of the court the similarity of names was 
such as was shown to have deceived the public, or to be liable to deceive 
the public, the injunction has been granted, and, where this was not the 
case, the injunction asked has uniformly been refused.” 

See, also, Creswill v. Knights of Pythias, 225 U. S. 246, 82 
S. Ct. 822, 56 L. Ed. 1074; American Clay Mfg. Co. v. American 
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Clay Mfg. Co., 198 Pa. 189, 47 A. 986; Plant Seed Co. v. Michel 

Plant § Seed Co., 87 Mo. App. 318; 14 C. J. 810, 826. 
This general right of a corporation is, however, subject to 

certain qualifications and exceptions, one of which is that— 


“Unless the words have acquired in the mind of the public a secondary 
meaning as denoting the goods or business of a particular company, a 
corporation cannot acquire the right to the exclusive use of * * * words 
merely generic or descriptive of a particular business, class of goods, 
process, sect, etc., which anyone may lawfully use so as to be entitled to 
enjoin their use by another corporation or association in its name, in the 
absence of actual fraud or intent to deceive.” 14 C. J. 329, 330. 

See, also, Goodyear India Rubber Glove Mfg. Co. v. Goodyear 
Rubber Co., 128 U. S. 598, 9 S. Ct. 166, 82 L. Ed. 585; Koebel v. 
Chicago Landlord’s Protective Bureau, 210 Ill. 176, 71 N. E. 862, 
102 Am. St. Rep. 154; Edison v. Mills-Edisonia, 74 N. J. Eq. 521, 
70 A. 191; Michigan Savings Bank v. Dime Savings Bank, 162 
Mich. 297, 127 N. W. 864, 189 Am. St. Rep. 558; and a number of 
cases collected in the note in L. R. A. 1917C, 958. 

In view of the rule just quoted, we find it unnecessary to de- 
cide whether or not the similarity between the names “Drive It 
Yourself Company” and “Saunders Drive It Yourself System” is 
sufficient to justify the court in enjoining the use of the latter as 
being a deceptive infringement of the former, because in our opinion 
the phrase “drive it yourself” is descriptive of the business in which 
the parties to this suit are engaged, and hence, under the authorities 
heretofore cited, it is not the subject of exclusive appropriation. 
There are innumerable cases in which the courts have been called 
upon to decide whether or not certain names were descriptive of 
the business being conducted under them, but, as the decisions in 
these cases depend upon the particular name and business involved, 
they furnish at best only a general guide by which future cases can 
be determined. However, it may prove helpful, and it is certainly 
of interest, to consider some of these decisions. It is to be noted 
that the rule prohibiting the exclusive appropriation of descriptive 
words as part of a corporate name is similar to the rule prohibiting 
the exclusive use of such words as trade-marks or trade-names, and, 
as both rules are based on the same principles, we have cited cases 
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indiscriminately from each class. In Motor Accessories Mfg. Co. 
v. Marshalltown Motor Material Mfg. Co., 167 Iowa, 202, 149 
N. W. 184 [4 T. M. Rep. 540], the first named company was held 
to have no right to restrain the second from using the name “Mar- 
shalltown Motor Material Manufacturing Company,” though both 
were engaged in the sole business of manufacturing spark plugs. 
In Travelers’ Ins. Mach. Co. v. Travelers’ Ins. Co., 148 Ky. 216, 
186 S. W. 154 [1 T. M. Rep. 286], the term “travelers’ insurance” 
was held to be descriptive. In Basket Stores v. Allen, 99 Nev. 217, 
155 N. W. 898 [6 T. M. Rep. 195], the phrase “Basket Store” was 
held to be descriptive. In Choynski v. Cohen, 89 Cal. 501, 2 Am. 
Rep. 476, the name “Antiquarian Bookstore” was held to be de- 
scriptive. In Ball v. Broadway Bazaar, 194 N. Y. 429, 87 N. E. 
674, the combination of the words “Lilliputian Bazaar” was held 
to be descriptive. In Farmers’ Loan §& T. Co. v. Farmers’ Loan 
§ T. Co. (Sup.) 1 N. Y. Supp. 44, the phrase “Loan & Trust Com- 
pany” was held to be descriptive. In Car Adv. Co. v. New York 
City Car Adv. Co., 128 App. Div. 926, 108 N. Y. S. 1126, the term 
“car advertising” was held to be descriptive. And in Bolander v. 
Peterson, 186 Ill. 215, 26 N. E. 608, 11 L. R. A. 850, the term 
“Svenska Sunsmagasiat,” which is Swedish for “Swedish Snuff 
Shop,” was held to be descriptive. In Winchester Repeating Arms 
Co. v. Peters Cartridge Co., 30 App. D. C. 505, the term “‘self- 
loading” was held to be descriptive as applied to cartridges, and 
hence invalid as a technical trade-mark, and the same was held 
of the phrase “what is it?” in Oakes v. St. Louis Candy Co., 146 
Mo. 391, 48 S. W. 467; of “roachsault” as applied to an insecticide 
in Barrett Chemical Co. v. Stern, 176 N. Y. 27, 68 N. E. 65; of 
“keepclean” as applied to toothbrushes in Florence Mfg. Co. v. 
Dowd, 178 F. 78, 101 C. C. A. 565 [1 T. M. Rep. 289]; of “‘tooth- 
ache gum” in Devlin v. Peck (C. C.) 185 F. 167, affirmed in 144 
F, 1021, 78 C. C. A. 619; of “International Banking Company” in 
Koehler v. Sanders, 122 N. Y. 65, 25 N. E. 285, 9 L. R. A. 576; 
of “Aerators” in Aerators v. Tollit, 86 L. T. N. S. 651. And see 
generally the cases collected in the notes in 88 Cyc. 711, 712; 14 
C. J. 318-829, 830; L. R. A. 1917C, 958; and L. R. A. 1918A, 975. 
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The best statement we have found of any general rule by which 
it can be determined whether or not a particular name or phrase is 
descriptive is that announced by Judge Morris in the case of Rum- 
ford Chemical Works v. Muth (C. C.) 85 F. 524, 1 L. R. A. 44, 
in which he said: 

“The true test, it appears to me, must be, not whether the words are 
exhaustively descriptive of the article designated, but whether in them- 


selves, and, as they are commonly used by those who understand their 
meaning, they are reasonably indicative and descriptive of the thing in- 


tended.” 

Measured by this rule, we have no hesitancy in holding that 
the phrase “drive it yourself” is descriptive of the business in which 
the appellant is engaged. The words are ordinary English words 
in everyday use. The combination in which they are used, when 
applied to the hiring of automobiles, accurately designates and de- 
scribes the character and nature of the business to which they refer, 
and the exhibits filed in the case show that the phrase is used and 


understood throughout the country as indicating that particular busi- 
ness. 


The growth of the automobile industry in this country has, 
during recent years, been enormous, and, with the steadily increas- 
ing use of cars and the corresponding increase in the number of 
persons who can drive them, it is not at all improbable that there 
will be in the immediate future a very large and constantly growing 
demand for automobiles hired on the “drive it yourself” plan. 
Twenty-five years ago the words “taxicab” and “garage,” and the 
terms “‘oil station,” “gas station,’ 


> 


and “filing station” were not in 
more common use than the phrase “drive it yourself” appears to 
be now, and it would certainly have led to very regrettable results 
had the courts of a quarter of a century ago held that the words 
and terms above mentioned were not descriptive, and could be ex- 
clusively appropriated by the person, or organization first using 
them. Nor do we think that the use in some places of the phrase 
“U drive it” to designate the same business destroys or affects the 
descriptive character of the phrase we are considering. 

From what we have said, it follows that the appellant has not 
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acquired a right to the exclusive use of the phrase “drive it your- 
self” simply beeause it is included in its corporate name, and it 
accordingly has no right to restrain others from using it, unless 
the phrase has acquired a secondary meaning in Maryland, or at 
least in Baltimore city, whereby the public understands the phrase 
as denoting only the business of the appellant. 

It is, of course, not contended that the phrase has acquired 
any secondary meaning throughout the State of Maryland because 
the appellant has not established its business anywhere in Mary- 
land except in Baltimore city. The question of whether or not it 
has acquired such a meaning in the latter place is one of fact, and 
we do not think the facts in the present case show that it has ac- 
quired such a meaning, even in Baltimore city. The appellant’s 
business was originally started only 18 months before the appellees 
started theirs. It was started in a city with a population of nearly 
800,000 people, and yet at the time this suit was instituted the 
total number of people served by the appellant since the inception 
of the business was less than 6,000, and it had only 45 cars avail- 
able for hire. It appears that the business was “widely advertised” 
and that large sums of money were expended for this purpose, but 
the precise nature and extent of this advertising is not shown, and 
it is impossible to tell from the record that any considerable pro- 
portion of the people in Baltimore even know of the existence of 
the appellant’s business; and judged by the number of persons who 
have availed themselves of the service offered by the appellant, 
an average of about 10 a day, the court would certainly not be 
justified in holding that the public generally in Baltimore under- 
stands the “drive it yourself’ business to mean the appellant’s 
business. 

One of the leading cases on the subject of the secondary mean- 
ing of descriptive words is that of Cellular Clothing Co. v. Maxton 
§ Murray, App. Cases, 1899, 826, and in that case the Lord Chan- 
cellor said (page 836): 


“Where you are dealing with a name which is properly descriptive 
of the article, the burden is very great to show that, by reason of your 
using that name descriptive of the article you are selling, you are affecting 
to sell the goods of somebody else.” 
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And further in the opinion (page 843) it was held to be espe- 
cially difficult to prove that a descriptive word or phrase had ac- 
quired a secondary meaning where the original user of it had at 
first a legal or actual monopoly, “for the simple reason that the 
plaintiff was the only maker of the goods during the time that his 
monopoly lasted, and therefore there was nothing to compare with 
it, and anybody who wanted the goods had no shop to go to, or 
no merchant or manufacturer to resort to except the plaintiff.”” And 
to the same effect see Kellogg Toasted Corn Flake Co. v. Quaker 
Oats Co., 285 F. 657, 644, 666, 149 C. C. A. 77 [6 T. M. Rep. 587], 
and Horlick’s Malted Milk Co. v. Summerskill, 85 L. J. Rep. July, 
1916, 840. Applying these rules to the facts before us, it seems 
obvious that the appellant has failed to prove that the phrase “drive 
it yourself” has acquired any secondary meaning in Baltimore city. 

The courts are solicitous to prevent unfair competition in busi- 
ness, and to protect against unfair practices persons who have estab- 
lished and developed a business, service, or product stamped in 
the public mind with the impress of the builder’s skill or reputa- 
tion, but the courts are equally solicitous to encourage fair competi- 
tion and thus protect the public against the evils which flow from 
private monopolies. Every form of business must have a beginning 
and it would be dangerous to hold that the mere fact that a person 
started a business in a particular locality, and conducted it success- 
fully for a brief period of time, was sufficient to give such person 
the exclusive right, in that locality, to use the descriptive name by 
which the business was generally known elsewhere throughout the 
country. It is admitted that the good-will of the appellant’s busi- 
ness is valuable and that the business is identified by the corporate 
name, but these facts standing alone are not sufficient to entitle 
the appellant to the relief asked. It has no right to be protected 
from all competition, but only from unfair competition, and, as 
there is no evidence in the case of any fraud or deceptive practices 
on the part of the appellees, and the appellant has failed to prove 
the acquisition of any secondary meaning in connection with the 
descriptive phrase used as part of its corporate name and by which 
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its business is designated, we are compelled to hold that the appel- 
lees have not been guilty of any unfair competition. 

Our attention has been called to the case of Saunders System 
Atlanta Co., Inc., et al. v. Drive It Yourself Co. of Georgia, 158 
Ga. 1, 128 S. E. 182 [14 T. M. Rep. 318], decided by the Supreme 
Court of Georgia on March 18, 1924, in which that court protected 
the Drive It Yourself Company of Georgia against the use of the 
phrase “drive it yourself” by the Saunders System Atlanta Com- 
pany, of which latter company Warwick Saunders, the originator 
of the “drive it yourself” business was president. An examination 
of the opinion in that case shows that the court found that the phrase 
“drive it yourself’’ had acquired a secondary meaning in the city 
of Atlanta by which it denoted the business of the local company, 
and it also found that the Saunders System Atlanta Company was 
holding itself out as the “Drive It Yourself Company,” and was 
thus deceiving the customers of the local company. Taking these 
two facts as the basis of its decision, it held that the Saunders 
System Atlanta Company was guilty of unfair competition and 
prohibited it from using the phrase “Saunders Drive It Yourself 
System.” It is apparent that this decision furnishes no precedent 
for the case before us, because the Georgia decision rests on cer- 
tain findings of fact concerning the secondary meaning of the phrase 
“drive it yourself” in Atlanta, and the deceptive conduct of the 
Saunders Company, while in this case, on a different state of facts, 
we find there is no secondary meaning to the phrase in Baltimore, 
and no deception by the appellees. 

For the reasons heretofore given, the decree appealed from 
will be affirmed. 

Decree affirmed, with costs to the appellees. 
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Tomsky, ET AL. v. CLARK, ET AL. 
(238 Pac. Rep. 950) 


California Supreme Court 


Hearing Denied August 27, 1925 


Trape-Marxks anv Trave-Names—Uwnrai Competition—Use or Corporate 

Name—Evimence Necessary To Prove Unram Competition. 

To establish a complete case of unfair competition against de- 
fendants who used a corporate name similar to the firm name of 
plaintiffs, plaintiffs were required to establish that by care, attention, 
skill, and strict adherence to business they had built up an extensive, 
valuable, and profitable business, and that defendants, by fraudulent 
use of such corporate name, and by unfair and fraudulent practices, 
were deceiving and misleading the public. 

Same—Same—Same—Fritnc Certiricate oF ParTNERSHIP UNDER AwN- 

OTHER’s SuRNAME InvALID Acarnst Riont or Reat Owner. 

Plaintiffs’ filing a certificate of co-partnership to operate a busi- 
ness under the family name of another gave them no perpetual right 
to use of such name to exclusion of real owner thereof, so as to de- 
prive him from ever afterwards engaging in same kind of business in 
his own name, or through corporation bearing it, it being immaterial 
that there was someone connected with plaintiffs’ firm by such name. 

Same—Same—Same—Famiry Name Incapasre or Exciustve Appropria- 

TION. 

Right to do business under one’s own name is one of the sacred 
rights known to law, and a family name is incapable of exclusive 
appropriation. Per contra, every man has absolute right to use his 
own name in his own business, even though he may interfere with 
and injure business of another bearing same name, provided he does 
not resort to any artifice or do any act calculated to mislead the 
public as to identity of establishments, or to produce injury to other 
beyond that which results from similarity of names. 

Same—Same—Same—Use or Anorner’s Name Wrrnovr Consent—In- 

JUNCTION. 

Where plaintiffs, operating collection agency, adopted defendant’s 
name as a part of their firm name without his consent, seeking to 
take advantage of his former business reputation as a collector, and 
thereby leading public to believe that he was personally connected 
with their firm, and defendant being lawfully engaged in same char- 
acter of business, and operation of plaintiffs’ business under such 
fictitious name not only deceiving public as to identity of business, 
but manner in which plaintiffs operated it being injurious to de- 
fendant’s business and reputation, held that plaintiffs might be en- 
joined from use of former’s name. 

Same—Same—Same—Lacues—Ionorance or Use. 

In suit to enjoin defendant from using his name in his business 
after it had been adopted by plaintiffs in their business, latter held 
not estopped by laches from seeking affirmative relief where their 
attention was not called to fact that defendant was using their name 
in his business, and did not learn of it until after suit was brought. 
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In equity. Action for unfair competition, with cross-complaint 
by one defendant. Judgment for defendants, and plaintiffs appeal. 
Affirmed. 


Jacob S. Meyer and James Walter Scott, both of San Fran- 
cisco, Calif. (John Prosek, of San Francisco, Calif., of 
counsel), for appellants. 

H. M. Anthony and Gus C. Ringole, both of San Francisco, 
Calif., for respondents. 


Knieut, J.: Plaintiffs, Samuel C. Tomsky and Leo Andrew 
Cole, as co-partners doing business under the firm name of the 
Rauer Collection Company, and the corporate defendant, Rauer’s 
Law & Collection Company, Inc., of which the individual defend- 
ants, Roy E. Clark, J. J. Rauer, and H. S. Smith, are officers and 
stockholders, are engaged in the same kind of business in the city 
and county of San Francisco, that of collecting debts. Plaintiffs 
commenced this action to enjoin said defendants from using the 
name “Rauer’s Law & Collection Company, Inc.,” in connection 
with said corporate defendant’s business. All defendants, excepting 
Rauer, joined in an answer denying certain allegations of the com- 
plaint and interposing two special defenses. The defendant Rauer 
answered separately, and, besides denying material allegations of 
the complaint, added a cross-complaint asking that plaintiffs be 
restrained from using the name “Rauer” in connection with plain- 
tiffs’ business. The trial court found generally in favor of the 
defendants, and gave judgment denying the relief prayed for in 
plaintiffs’ complaint, and enjoining plaintiffs from using the name 
of Rauer in connection with their business. Plaintiffs have ap- 
pealed. The evidence in the case is not before us, the appeal having 
been taken upon the judgment roll alone, therefore the main ques- 
tion presented is whether the findings are legally sufficient to sup- 
port the judgment. 

The findings establish the following facts: For 25 years 
preceding 1913 defendant J. J. Rauer was engaged in the business 
of collecting debts in San Francisco, and during the latter portion 
of that time operated said business under the corporate name, 
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Rauer’s Law & Collection Company, a corporation organized by 
Rauer with himself as the owner of the entire capital stock. In 
1918 Rauer sold his stock to his nephew, R. J. Graf, who continued 
the business under the said corporate name until his death in Octo- 
ber, 1917. Subsequently the ownership of the stock passed through 
W. L. Claiborne to William and S. C. Tomsky. After the death 
of Graf, the business of said corporation did not prosper. William 
Tomsky died, but said corporation continued to function under the 
direction of Samuel C. Tomsky until March, 1921, when it was 
abandoned, and its powers were suspended for non-payment of 
taxes. Its corporate existence was never thereafter revived. After 
the death of William Tomsky, and before the abandonment and 
suspension of said corporation, plaintiffs, Tomsky and Cole, de- 
siring to avail themselves of the benefits of the Rauer name, formed 
a partnership under the fictitious name of “Rauer Collection Com- 
pany,’ and on March 18, 1919, duly filed a certificate of partner- 
ship to that effect. Thereafter, and until the time of the abandon- 
ment of said corporation, the affairs of said partnership and said 
corporation were transacted in the same office. 

The findings further show that prior to the abandonment of 
said corporation the said S. C. Tomsky collected, in some instances, 
and in others renewed, various judgments standing in favor of said 
corporation by assigning the same to himself and to said co-part- 
nership, and bringing suits in his own name; that said corporation 
during the latter part of its existence, failed to remit its collections, 
had many judgments rendered against it; “that the plaintiffs above 
named told people on occasions that they had no connection with 
said defunct corporation, but at the same time said plaintiffs con- 
tinued to collect old judgments obtained in the name of Rauer’s 
Law & Collection Company.” The court further found that neither 
at the time of the formation of said partnership nor at any other 
time, was there anyone named Rauer interested in or associated with 
said partnership; nor did defendant Rauer ever give to either of 
said plaintiffs or to anyone else permission to use that name in con- 
nection with a collection agency; nor was there any person by the 
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name of Rauer, in said city of San Francisco, who had been en- 
gaged in or connected with the law and collection business other 
than the defendant Rauer; and that the fictitious name, “Rauer 
Collection Company,” has been used by plaintiffs, at all times, for 
the purpose of deceiving the public. The present corporation, 
Rauer’s Law & Collection Company, Inc., was organized by the 
defendants Rauer, Clark, and Smith on May 10, 1922, and has 
since been actively engaged in the collection business. Defendant 
Clark is the president and general manager thereof, and defendant 
Rauer is the secretary treasurer, and owns a substantial interest 
therein. The court further found that on account of Rauer’s ability 
as a collector prior to 1919 he enjoyed public confidence, and built 
up a large and lucrative business, that because of certain loose and 
unbusinesslike methods employed by plaintiffs in the operation of 
their co-partnership business, in relation to the matter of account- 
ing to clients for collections, said co-partnership has not been held 
in good repute, and that “aspersions have been cast upon his 
{ Rauer’s] name,” which has subjected him to humiliation and 
embarrassment. It was further found that the development of 
plaintiff's business has been due to the deception of the public in 
the use of the name “Rauer,” and that the use of said name by 
plaintiffs is unfair to Rauer. In reference to the new corporation, 
the court found that, in organizing the same, and in conducting 
the business thereunder, said defendants have not deluded or de- 
ceived the public as to the identity of said corporation nor as to 
the persons connected therewith, and that any confusion which may 
have arisen by the adoption of said corporate name has not been 
due to unfair practices on the part of defendants. Additional 
findings were made by the trial court, but the above constitute the 
principal findings, and will suffice for all purposes, we think, in 
considering the legal problems presented by the appeal. 
Appellants contend that they are entitled to relief against 
respondents upon the ground of unfair competition. They make 
no claim of ownership to the use of said name through privity of 
interest with Rauer, nor as a result of their previous relationship 
with this defunct corporation; their contention being based solely 
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upon the proposition that there is no inhibition in this state against 
the adoption of the family name of another in connection with a 
business enterprise, and that, as co-partners, having adopted the 
name “Rauer Collection Company,” and having duly filed a certifi- 
cate of co-partnership to this effect, they were first in the field doing 
business under such name and that therefore equity will, in the 
interest of fair, commercial dealing, protect them in the use of said 
name. In order to prove a complete case of unfair competition 
against respondents, however, it was necessary for appellants to 
establish, as alleged in their complaint, two essential elements: 
First, “that by care, attention, skill, and strict adherence to busi- 
ness” they had built up an “extensive, valuable, and profitable” 
business; and, secondly, that respondents, by the fraudulent use 
of said corporate name and by unfair and fraudulent practices, 
were deceiving and misleading the public, and were thereby seek- 
ing to deprive appellants of their customers and trade. Yellow 
Cab Co. v. Sachs, 191 Cal. 288, 216 P. 83, 28 A. L. R. 105 [18 
T. M. Rep. 873]. Appellants did not prove either of those issues. 
In reference to the first one the trial court found that the firm name 
of Rauer Collection Company was being used by appellants— 


“so as to deceive the public, that they have no right to the name of Rauer, 
and that their business, whatever the same may be, has been built upon 
the deceptive and fictitious use of the name of Rauer, and their strength 
in business is in the use of said defendant’s name and not in the use of 
any one of their own names.” 

And upon the second issue, after finding adversely upon certain 
alleged specific acts of unfair and fraudulent practices, the court 
concluded with the finding: 


“That nothing has been done by defendants or any of them, tending 
to deceive the public or to divert to defendants, or any of them, business 
intended for plaintiffs’ firm. * * *” 

The mere fact that appellants filed a certificate of co-partner- 
ship to operate a business under the family name of another gave 
them no perpetual right to the use of such name to the exclusion 
of the real owner thereof, so as to deprive him from ever after- 
wards engaging in the same kind of business in his own name or 
through the medium of a corporation bearing his name. And it 
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would have made no difference, even if there had been someone 
connected with appellants’ firm by the name of Rauer. Morton v. 
Morton, 148 Cal. 142, 82 P. 664, 1 L. R. A. (N. S.) 660. The 
right to do business under one’s own name is one of the sacred rights 
known to the law; and a family name is incapable of exclusive 
appropriation, and cannot be thus monopolized. Nims on Unfair 
Competition and Trade-Marks (2d Ed.) § 67. 

Every man has the absolute right to use his own name in his 
own business, even though he may interfere with and injure the 
business of another bearing the same name, provided he does not 
resort to any artifice or do any act calculated to mislead the public 
as to the identity of the establishments or to produce injury to 
the other beyond that which results from the similarity of names. 
Meneely v. Meneely, 62 N. Y. 427, 20 Am. Rep. 489; Howe Scale 
Co. v. Wyckoff, Seamans, etc., 198 U. S. 118, 25 S. Ct. 609, 49 
L. Ed. 972; Hilton v. Hilton, 89 N. J. Eq. 182, 104 A. 875, L. R. 
A. 1918F, 1174 [8 T. M. Rep. 259]; Rogers § Rogers Bros. v. 
Rogers, 58 Conn. 156, 1 A. 807, 5 A. 675, 55 Am. Rep. 78; McLean 
v. Fleming, 96 U. S. 252, 24 L. Ed. 828; Marshall v. Pinkham, 
52 Wis. 585, 9 N. W. 615, 88 Am. Rep. 756. As just stated, equity 
will not allow a person to resort to artifice or contrivance in the 
use of his name as a result of which the public is deceived as to 
his business or products. But in such case it is not the use of a 
man’s own name that is condemned; it is the dishonesty practiced 
in the use of it. Morton v. Morton, supra; Weinstock v. Marks, 
109 Cal. 529, 42 P. 142, 30 L. R. A. 182, 50 Am. St. Rep. 57; 
Dodge Stationery Co. v. Dodge, 145 Cal. 880, 78 P. 879; Howe 
Scale Co. v. Wyckoff, supra; Burns v. Wm. J. Burns Det. Agency, 
235 Mass. 553, 127 N. E. 384 [10 T. M. Rep. 881]. Thompson 
L. Co. v. Thompson Yds., 144 Minn. 298, 175 N. W. 550 [10 T. 
M. Rep. 75]. Where it appears, however, as it does here, that the 
party sought to be enjoined has a right to use his own name, and 
he does so reasonably and honestly, he is not obliged to abandon the 
use thereof or to unreasonably restrict it, whether used in a firm 
or corporation, merely because some confusion may have arisen 
from similarity of names. Howe Scale Co. v. Wyckoff, supra. 
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Appellants’ complaint against respondents is far less meritorious 
than any of those considered in the cases above cited, for the reason 
that here there never has been any person connected with appel- 
lants’ firm who bore the name they are seeking to monopolize. 

We do not find any of the cases cited by appellants upon the 
question of unfair competition in point, for the reason that they 
either do not involve family names, or else do involve facts showing 
privity of interest between the parties, or fraudulent and dishonest 
practices committed by the party sought to be enjoined. As already 
pointed out, neither of those latter elements is present in the in- 
stant case. 

We are also of the opinion that the findings are sufficient to 
sustain the judgment rendered upon the cross-complaint. Without 
repeating the specific findings bearing upon this branch of the 
case, it may be said generally that they show that appellants 
adopted Rauer’s name as a part of their firm name without his 
consent, seeking to take advantage of his former business reputation 
as a collector, and thereby leading the public to believe that he 
was personally connected with their firm, that Rauer is now law- 
fully engaged in the same character of business, and that the opera- 
tion of appellants’ business under said fictitious name is not only 
deceiving the public as to the identity of the business, but the man- 
ner in which appellants have operated it has been injurious to 
Rauer’s business and reputation. Under such circumstances we 
believe the case has been brought clearly within the rule of the 
following cases: Edison v. Edison Polyform § Mfg. Co., 78 N. J. 
Eq. 136, 67 A. 392; Edison v. Continental Chemical Co. (D. C.) 
220 F. 898; C. H. Batchelder §& Co., Inc. v. Batchelder, 220 Mass. 
42,107 N. E. 455 [5 T. M. Rep. 46]; Scheer v. American Ice Co., 
82 Misc. Rep. 351, 66 N. Y. S. 3; Sage Foundation Home Co. v. 
Sage-Forest Hill Associates, 119 Misc. Rep. 669, 197 N. Y. S. 
877 [10 T. M. Rep. 207]. Under the conditions above stated, 
appellants’ business, if allowed to continue under its present name, 
would be unfair, in the legal sense, both to the respondents and to 
the public, and may therefore be enjoined. Sage Foundation Home 
Co. v. Sage Forest Hill Associates, supra; Fisher v. Star Co., 281 
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N. Y. 414, 182 N. E. 188, 19 A. L. R. 987 [11 T. M. Rep. 883]; 
Material Men’s Ass’n v. New York Material Men’s Mercantile 
Ass’n, Inc., 169 App. Div. 843, 155 N. Y. S. 706 [10 T. M. Rep. 
227]. The form of action was one in which it was proper to file 
a cross-complaint. Code Civ. Proc. § 442; Fite v. Dorman (Tenn.) 
57 S. W. 129; Batchelder § Co. v. Batchelder, supra. 

The contention made by appellants that respondent Rauer is 
estopped from seeking affirmative relief by reason of his laches is 
disposed of by the findings ‘that, after plaintiffs became partners, 
as aforesaid, said Rauer occasionally visited the office in which 
plaintiffs’ business and the business of said corporation, Rauer’s 
Law & Collection Company, was carried on together, but the atten- 
tion of said Rauer was not called to the fact that plaintiffs were 
doing business under said fictitious partnership name of Rauer 
Collection Company, nor did he know of the adoption of said name 
at the time of the filing of the certificate thereof with the county 
clerk, nor until after some lapse of time, when said Rauer learned 
of the bringing of suits under the name of “Rauer Collection Com- 
pany,” and that “the defendant has acted with reasonable diligence 
in the premises, and is not guilty of laches.” 

We find nothing inconsistent in the findings; they are supported 
by the pleadings, and in our opinion sustain the judgment. 

The judgment is therefore affirmed. 


We concur: Tyrer, P. J.; Casuin, J. 
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Agsax Toot Co., Inc. v. Bucnatter Toot Co., Inc., er at. 
(211 N. Y. S. 241) 


New York Supreme Court, Queens County 


July 7, 19265 


Trave-Marxs anv Trape-Names—Unram Compertirion—PurcHAserR OF 
Business oF Inprvipvan May Restrrars Use or Larrer’s Name 
Appuiep TO Simrmar Bustness OrGanwep By His Wire anv Sons. 
Purchaser of good-will and business conducted by an individual 

under name of “Buchalter Tool Company,” because of likelihood of 
misleading customers, was entitled to injunction restraining use of 
name “Buchalter Tool Company, Inc.,” by vendor’s wife and sons, 
applied to similar business organized by them shortly after sale was 
consummated, though names were not identical, the same rule being 
applicable to corporations as to firms. 

Same—Same—Proor or Loss or Deception, or oF DEFENDANTS’ INTENT, 
wot NECESSARY. 

If confusion or deception is likely to result from use of similar 
trade-name applied to similar business, plaintiff is entitled to injunc- 
tion, notwithstanding plaintiff has not proved any loss, nor that de- 
fendants were competing with plaintiff's business, and defendant’s 
intent in using name is immaterial. 

Same—Same—OwnersHir or MercHanpise InvoLtvep Not DETERMINED ON 
Morton ror Insunctrion Penvente Lire. 

In an action to restrain use of trade-name applied to defendants’ 
similar business, question as to ownership of merchandise which plain- 
tiff alleged was sold to it by one of defendants, from which it pur- 
chased its business, should not be settled on motion for injunction 
pendente lite, but will be left to trial justice. 


In equity. Action to restrain unfair competition. Motion 
for an injunction pendente lite. Motion granted. 


Faser, J.: The action is for a permanent injunction restrain- 
ing the defendants from engaging in the business of manufacturing, 
buying, and selling certain tools under the firm name of “Buchalter 
Tool Company” in the metropolitan district, in the States of New 
York and New Jersey; from continuing the business of the “Buchal- 
ter Tool Company, Inc.,” and the use of that name; from in any 
manner representing that the “Buchalter Tool Company, Inc.,” 
is the business previously owned by the defendant, Harry Buchal- 
ter, trading under the firm name of “Buchalter Tool Company,” 
or making any representations liable to make the public believe that 
the defendant corporation is the successor of the defendant, Harry 
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Buchalter; from transferring, removing, concealing, or dissipating 
certain merchandise; for an accounting; for the impression of a 
trust on all the property of the defendant corporation; for the 
appointment of a receiver; and for $50,000 damages. 

For many years the defendant, Harry Buchalter, was engaged 
in the business of manufacturing tools under the trade-name of 
“Buchalter Tool Company.” The plaintiff has been for some time 
past engaged in selling tools throughout the United States, and sold, 
among other tools, those manufactured by the said defendant, Harry 
Buchalter. Some months ago said defendant and the officers of 
the plaintiff began negotiations for the purchase of defendant Harry 
Buchalter’s business and for a merging of such business with that 
of the plaintiff. Subsequently the defendant, Harry Buchalter, 
sold his business to the plaintiff, “together with all merchandise, 
stock of trade, equipment, good-will, truck, and each and every 
article and incidental connected with the managment and opera- 
tion of the said business.” Other agreements were made between 
the said defendant Buchalter and the plaintiff’s officers, the details 
of which are unnecessary to state for the purposes of this decision. 

About May 20, 1925, and within a few days after the consum- 
mation of the above mentioned sale, the defendants, Fannie Buchal- 
ter, Charles Buchalter, and Isidor Buchalter (wife and sons, re- 
spectively, of defendant Harry Buchalter), organized the defendant 
corporation, Buchalter Tool Company, Inc., for the purpose of 
engaging in a business similar to that conducted by the defendant, 
Harry Buchalter, under the trade-name of “Buchalter Tool Com- 
pany.” Plaintiff contends that it has the exclusive right to the use 
of the name “Buchalter Tool Company,” and that because of 
similarity of name the defendants should be restrained from the 
use of the corporate name “Buchalter Tool Company, Inc.” Plain- 
tiff also seeks to restrain all the defendants from engaging in the 
business hereinabove mentioned. The defendants contend that the 
court is without power to restrain them from the use of the cor- 
porate name, as it is their personal name, and cites authorities for 
the proposition that every man has the absolute right to use his 
own name in his own business, even though he may thereby interfere 
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with or injure the business of another person bearing the same 
name, and that a man’s name is his own property. Howe Scale Co. 
v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 25 S. Ct. 609, 49 
L. Ed. 972; Meneeley v. Meneeley, 62 N. Y. 427, 20 Am. Rep. 489; 
Caswell v. Davis, 58 N. Y. 228, 17 Am. Rep. 288. Those cases 
relate to the use of personal names and are in accord with well- 
settled rules of law. They also hold that the manner of using the 
name may be enjoined, especially where one adds words to his 
name which imitates the trade-name of another, and thereby induces 
the public to believe his goods are those of another. See, also, 
Stephen Merritt Burial §& Cremation Co. v. Stephen Merritt Co., 
214 N. Y. 676, 108 N. E. 1108 [5 T. M. Rep. 286]. 

The grievance of the plaintiff is not that the defendants are 
using their personal name, but are using the well-established trade- 
name of “Buchalter Tool Company,” which was sold by the sole 
and exclusive owner thereof to the plaintiff. I do not believe the 
defendants would seriously urge that, if there had been no sale by 
the defendant, Harry Buchalter, of his trade-name to the plaintiff, 
his wife and sons would have the right, without his consent, to 
conduct the same kind of business under the name of the corpora- 
tion which they have organized. The plaintiff is in the same posi- 
tion and has the same rights as the defendant, Harry Buchalter, 
prior to the sale by him to it. The similarity in the trade-name 
and the corporate name is apparent, and such trade-name being used 
by the plaintiff in connection with its own name, the use by the 
defendants of the corporate name is likely to mislead people deal- 
ing with the plaintiff. The same rule applies to corporations as to 
firms, and an injunction lies to prevent confusion, and to prevent 
one party by the use of a similar name obtaining the business of 
another. In fact, there does not have to be identity of names. 
Charles S. Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 468, 
471, 89 N. E. 490, 27 L. R. A. 42, 48 Am. St. Rep. 769; B. P. O. 
Elks v. Improved B. P. O. Elks, 205 N. Y. 459, 98 N. E. 756, 
L. R. A. 1915B, 1074, Ann. Cas. 1918E, 689 [2 T. M. Rep. 860]. 

The defendants contend, also, that plaintiff fails to show any 
loss by reason of the acts of the defendants. It is not necessary to 
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show such loss, nor that defendants are at the present time com- 
peting for business with the plaintiff. Metropolitan Tel. § Tel. Co. 
v. Metropolitan Tel. § Tel. Co., 156 App. Div. 577, 583, 141 N. Y. 
S. 598 [8 T. M. Rep. 221]. The determining factor is not that 
people have actually been deceived, but that there is a likelihood 
of that happening. Taendsticksfabriks Akticbolagat Vulcan v. 
Myers, 189 N. Y. 364; 34 N. E. 904; Roy Watch Case Co. v. Camm- 
Roy Watch Case Co., 28 Misc. Rep. 45, 48, 58 N. Y. S. 979; Mark 
Realty Corp’n v. Hirsch, 180 App. Div. 549, 554, 168 N. Y. S. 244; 
Kalish, Inc. v. Harper, 184 App. Div. 688, 172 N. Y. S. 470 [8 T. 
M. Rep. 456]. So it is also immaterial what the intent of the de- 
fendants was in selecting the corporate name. If confusion and de- 
ception are liable to result from its use, an injunction should issue. 
German-American Button Co. v. A. Heymsfeld, Inc., 170 App. Div. 
416, 421, 156 N. Y. S. 228 [6 T. M. Rep. 87]. It therefore seems 
clear to me that the plaintiff is entitled to part of the relief it seeks, 
and that an injunction should issue restraining the defendants pen- 
dente lite from in anywise engaging in the business of manufactur- 
ing, buying, and selling tools of the kind and character which is now 
or was formerly manufactured and sold by the defendant, Harry 
Buchalter, under the firm name of Buchalter Tool Company, in the 
metropolitan district and in the States of New York and New Jer- 
sey, and from continuing the business of the defendant, Buchalter 
Tool Company, Inc., and from continuing the use and exploitation 
of the name “Buchalter Tool Company” or “Buchalter Tool Com- 
pany, Inc.,” and from in any manner representing within the State 
of New York and the State of New Jersey that the Buchalter Tool 
Company, Inc., is the business and concern previously owned and 
conducted by the defendant, Harry Buchalter, trading under the 
firm name of “Buchalter Tool Co.,” or making any representations 
liable to mislead the public and to make the public believe that 
the defendant Buchalter Tool Company, Inc., is the successor of 
the defendant H. Buchalter, trading as “Buchalter Tool Company.” 

There being a dispute as to the ownership of certain merchan- 
dise alleged to have been sold by the defendant, Harry Buchalter, 
to the plaintiff, and there being another action pending involving 
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the ownership of such merchandise, the question of such ownership 
should not be determined on the affidavits before me, but should be 
left to the trial justice. 


Motion granted to the extent indicated. Settle order on notice. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the word “Polar” for cacao products and chocolate derivatives, 
in view of the prior registration by another of the words “Polar 
Maid” for goods of the same descriptive properties, notwithstand- 
ing applicant had used the word “Polo” for the same class of goods 
prior to the date of the registration. 

The ground of the decision is that “Polar” and “Polar Maid” 
are so similar that their contemporaneous use would be likely to 
cause confusion in trade, and that the words “Polar” and “Polo” 
are so dissimilar that no right to register the former could be 
predicated upon use of the latter. 

With respect to the similarity of “Polar” and “Polar Maid” 
Dr. Kinnan said: 

“It has been generally held, in the adjudicated cases, that a later 
user of a mark is not entitled to registration where such mark, applied 
to goods possessing the same descriptive properties, constitutes a prin- 


cipal or an essential feature of a mark owned and used since an earlier 
date by another”; 


and, after citing decisions, said further that these decisions— 


“are fairly determinative that confusion in trade would be likely if appel- 
lant’s mark ‘Polar’ and the prior mark ‘Polar Maid’ appeared upon goods 
of the same kind in common market.” Citing Carmel Wine Company v. 
California Winery, 174 O. G. 586, 38 App. D. C. 1 [2 T. M. Rep. 33]. 


With respect to the dissimilarity of the words “Polar” and 
“Polo” he said: 
“Tt is true these words have some similarity in appearance and sound 


but the significance and meaning are so entirely foreign, one being that 
of a game and the other of a geographical region or descriptive of the 
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conditions of such a region, that it would seem appellant’s prior registra- 
tion cannot serve to support his claim to a right of registration long 
after the registration of ‘Polar Maid’ was obtained. There would appear 
to be no probable conflict between the mark ‘Polo’ and the mark ‘Polar 
Maid,’ yet it seems clear enough there would be conflict or confusion in 
trade between the latter mark and the word ‘Polar’.”* 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the words “Dainty Maid” as a trade-mark for hosiery in 
view of the prior use and registration of the words “Lady Dainty” 
for the same class of goods by the opposer, on the grounds that 
opposer has established a prima facie case of prior ownership by 
the certificate of registration of the mark by its predecessor in 
business and that the marks are so similar that their contempora- 
neous use on the same goods would be likely to cause confusion in 


trade. 


With respect to the similarity of the marks, Dr. Kinnan, after 
referring to applicant’s argument that “Dainty” was descriptive 
and the other two words in the marks were so dissimilar as to bring 


the case within the ruling of the Court of Appeals in Patton Paint 
Company v. Sunset Paint Company, 815 O. G. 195, 58 App. D. C. 


851 [18 T. M. Rep. 335], said: 

“It is believed these adjudicated cases and others of similar character 
are to be distinguished from the case at bar in that those marks held no 
similarity as to the words affixed to the common word ‘Sun.’ It is thought 
the two marks, when viewed in their entirety, are so far similar that or- 
dinary purchasers, not having the two marks side by side but depending 
upon memory and giving no great thought to the matter, would be likely 
to be confused as to the goods and their origin. True enough, the word 
‘Dainty, used alone, is descriptive, but in connection with either of the 
other words, the general significance of the complete notation becomes 
either fanciful when applied to hosiery or at most merely suggestive.” * 


Kinnan, F. A. C.: Held that registrant was not entitled to 
register the word “Stormtite’” as a trade-mark for liquid and plastic 
surface-coating waterproofing material, and that its registration 
under the Act of 1920 should be cancelled, in view of the prior use 
by the Storm Waterproofing Corporation of the word “Stormtite” 
on a damp-proofing material in the nature of a paint. 

The grounds of the decision are that the goods are of the same 


* Ex parte, Pennsylvania Chocolate Co., 151 M. D. 69, Dec. 7, 1925. 
? Conrad & Co., Inc. v. McLellan Stores Co., 151 M. D. 86, Dec. 28, 1925. 
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descriptive properties, that marks are deceptively similar and that 
the testimony clearly shows that the Storm Waterproofing Corpora- 
tion was using its mark for more than a year prior to the applica- 
tion for registration and that therefore the registrant had not had 
exclusive use of its mark for the year required by the act. 

With respect to the goods being of the same descriptive prop- 
erties, Dr. Kinnan, after referring to the registrant’s argument that 


the petitioner’s goods are damp-proofing coatings unsuited for roof- 
ing paints, said: 


“Some paints are recognized as for indoor purposes and as not cal- 
culated to withstand the weather, while other paints are for woodwork 
exposed to outdoor conditions; still other paints are particularly adapted 
to use upon iron structures such as bridges and exposed framework of 
such general character and, finally, a well-known kind of paint is intended 
primarily for roofing purposes. It would seem clear that a paint designed 
for another specific purpose or location, such as rendering walls damp- 
proof, would still fall within the general class of paints. It is believed the 
paint used by petitioner and that used by registrant belong in the same 
class, as that term is defined in the case of E-Z Waist Company v. Reli- 


ance Manufacturing Company, 311 O. G. 709, 52 App. D. C. 291 [13 T. M. 
Rep. 96].” 


With respect to the argument that petitioner had never sold 
its paint, but only used it in connection with the service rendered 
in applying it, he said: 


“There is evidence, however, that the paint manufactured for peti- 
tioner was known as the ‘Stormtite Paint’ and there is some further evi- 
dence that there was separate sale and that those dealing in such matters 
were aware of the existence of petitioner’s paint and recognized it under 
this trade-name. It is clearly established that under the Act of February 
20, 1905, it is not necessary, in an action opposing, or to cancel, the regis- 
tration of a mark on the ground that it is descriptive, that the opposer 
or petitioner for cancellation must have used the mark in a trade-mark 
sense. It is sufficient to show probable damage if the opposer or the 
petitioner for cancellation has used the mark in its trade as a trade-name 
or in a descriptive manner and has so pleaded. 


* * * * * * * 


“From a review of the testimony submitted in this case, it is apparent 
registrant has not had exclusive use of the mark for one year preceding its 
application for registration, since petitioner was using substantially the 
same mark during all this period. The one-year clause under which regis- 
tration is permitted under the 1920 Act is similar to and governed by 
substantially the same conditions, except as to length of time, as the 
ten-year clause under the 1905 Act.” * 


*Storm Waterproofing Corp. v. L. Sonneborn Sons, Inc., 151 M. D. 89, 
Dec. 29, 1925. 
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Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister as a trade-mark for cough drops a mark consisting of the rep- 
resentation of a traffic officer and a traffic signal of the type adapted 
to be turned and bearing in large letters on each side thereof the 
word “Stop” and having near the signal and opposite the word 
“Stop” the words “That Cough” and the words “Cough Cops” 
therebelow, with a disclaimer of the words “Stop That Cough,” in 
view of the prior use by opposer of the words “Stop Cough” as 
applied to the same class of goods. 

With respect to opposer’s right to oppose, it was said: 


“Opposer has registered the descriptive notation ‘Stop Cough’ as ap- 
plied to the same class of goods, such registration being under the ten- 
year clause of the Act of February 20, 1905. Opposer is, in consequence, 
the owner of this mark and is entitled to protection from such a reproduc- 
tion, copy or imitation, as is calculated to mislead the public with respect 
to the origin or ownership of the goods.” 


With respect to the similarity of the marks, it was said: 


“Notwithstanding the disclaimer filed by the applicant, it must be 
deemed apparent that the mark, as a whole, suggests very much the words 
adopted by the opposer. The words upon the traffic signal and the repre- 
sentation of the traffic signal as a whole convey the idea to the mind of the 
observer of ‘Stop.’ The word ‘Cough’ appears twice in connection with 
this word ‘Stop’ or the representation of a stop signal. It would seem, 
in consequence, that appellant had incorporated opposer’s significant words 
in the composite mark in such a way that a purchaser, not seeing both 
marks at the same time and having only a remembrance of the words 
‘Stop Cough,’ would be led to confuse the goods of applicant for those 
of opposer.” * 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister as a trade-mark for automobile tires the words “Cross Rib,” 
since these words are descriptive of a tire having cross ribs and mis- 
descriptive of any other kind of tire, and were not used by the appli- 
cant in a trade-mark sense. 

With respect to the first question, Dr. Kinnan, after referring 
to applicant’s arguments that the Examiner had not stated how 
these words were descriptive and that the literature with reference 
to tires disclosed no uSe of such words, said: 


*Henry A. Whitney v. George A. Voss, Jr., 151 M. D. 93, Dec. 29, 1925. 
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“It is believed there can be no question as to the correctness of the 
holding of the Examiner that these words are descriptive of the goods, 
if applied to a tire having cross ribs on it, and misdescriptive if applied 
to a tire without such ribs. Tires are upon the market and have been 
for many years showing many different kinds of ribs or projections which 
are essential parts of the tires themselves, molded into them in the process 
of manufacture for the purpose of preventing skidding or increasing 
tractive effect. Tires with longitudinal ribs, having reference to the 
direction of travel of the tire, as well as other tires having projections 
as found on the diamond tread tires made by appellant corporation, are 
common. The so-called chain tread constitutes another known form of 
tire. While it is unnecessary for the Examiner to have answered all 
appellant’s questions as to what was described by the words sought to be 
registered and to what part of the tire they apply, yet it is thought to be 
obvious that when a purchaser noted the presence of these words on the 
side of the tire he would expect to find the tire had ribs or a rib across 
it somewhere for the usual purpose that projecting ribs are placed upon 
tires. 

“With this review of the cases, I am unable to find any room for 
doubt which can be resolved in appellant’s favor. It may be appellant has 
not yet manufactured tires with cross ribs, but since tires with ribs in 
other directions are on the market, such words found upon a tire without 
cross ribs would be misdescriptive and if placed upon a tire with such 
ribs would be clearly indicative of the character or style of the tire.” 


Furthermore, Dr. Kinnan said: 


“It is believed the purchaser, noting these words on the tire, would 
not regard them as indicating ownership or origin but would merely look 
upon them as descriptive of the tire itself, presumably the tread. Merely 
because a tire having cross ribs has not been put on the market and, in 
consequence, these words may not appear to have been used in describing 
other forms of tire, is not persuasive that appellant, even if first to use 
them, has used them in a trade-mark sense.” ° 


Kinnan, F. A. C.: Held that the Andrews Radio Company 
is not entitled to oppose the registration by applicant of the ex- 
pression “B-Liminator,’ as applied to electrical rectifying and 
filtering apparatus for use on the house-lighting circuit for radio 
apparatus, since it had not used this expression or a similar expres- 


sion on such goods. He further held, however, that the mark was 
descriptive as applied to the goods and could not be registered. 

With reference to the right of the opposer to bring the opposi- 
tion, Dr. Kinnan, after referring to certain invoices submitted by 
the opposer in which the terms “B-Eliminator” and “B-battery 
eliminator” were used, said: 


*Ex parte, The Goodyear Tire & Rubber Co., 151 M. D. 68, Dec. 7, 
1925. 
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“It must be fairly established that matters not pleaded cannot, or- 
dinarily, be considered in a notice of opposition. This is the general and 
accepted rule of equity pleading. 

* - * 


* * * * 


“In this last mentioned case (Underwood Typewriter Co. v. A. B. 
Dick Co., 163 O. G. 730, 36 App. D. C. 175 [1 T. M. Rep. 35]) the court 
found the opposition fatally defective because the opposer had not shown 
use of the mark. 

* * * * . * * 

“The doctrine of these adjudicated cases is not disputed by opposer, 
appellant here, since they refer to oppositions or cancellations of what 
would otherwise be valid trade-marks. It is, however, contended on the 
part of opposer that where opposition is made to registration of a de- 
scriptive mark, it is not necessary for opposer to show use of the notation 
sought to be registered, or one substantially the same in a descriptive 
sense upon its goods. It is not believed this contention is supported by 
the adjudicated cases or by the fundamental rules of equity pleading. 


* * * * * * * 


“In the Arkell Safety Bag Co. v. Safepack Mills, 314 O. G. 3, 53 App. 
D. C. 218 [13 T. M. Rep. 255], the court noted that the brief of the 
appellant ‘devotes much time to the contention that “Safepack” is merely 
descriptive, and hence not registrable,’ and then added: 

“*But the opposer has no right to raise that question in this case 
unless the fact that it is descriptive would be likely to damage it. Prob- 
able damage is the basis upon which an opposition proceeding must rest.’ 

“This decision is subsequent to the cases cited by opposer, which 
were decided by an Assistant Commissioner, even if said later cases sup- 
ported appellant’s contentions. However, a review of those cases was 
made by the Examiner of trade-mark interferences and they were dis- 
tinguished from the case at bar.” 


With reference to the descriptiveness of the mark, he said: 


“Judicial notice may be taken of the fact that radio receiving sets 
employing one or more tubes, as widely in use in this country, employed 
two or sometimes three batteries. The first battery which supplies the ener- 
gy for the tube filament or filaments is known in the trade as the A-battery, 
and the battery which supplies the tube electrodes is known as the B-bat- 
tery. There have been efforts made to devise devices which can be sub- 
stituted for this B-battery and they have been on the market for some 
time and are known in the trade as B-battery eliminators and are often 
simply styled B-eliminators. They are on sale and are readily ordered 
by the last noted term. These facts may readily be verified upon inquiry 
at radio supply stores in this city. There is so small a distinction be- 
tween the notation sought to be registered, which merely omits the ‘e’ 
of the word ‘eliminator,’ and the frequently used trade-name for devices 
of this character that it would seem appellant had not sufficiently changed 
such trade-name to escape the holding that it is descriptive. In pro- 
nouncing the trade-name ‘B-eliminator,’ the ‘e’ is scarcely sounded or 
heard, and in pronouncing, its absence from the trade-name would not be 
likely to be noticed.” * 


*Andrews Radio Co. v. Timmons Radio Products Corp., 151 M. D. 
73, Dec. 10, 1925. 
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Kinnan, F. A. C.: Held that the word “Saladressing” is not 
registrable as a trade-mark for salad dressing and the registration 
obtained for that term by Charles Gulden, Inc., should be canceled, 
it appearing that Francis H. Leggett & Company had used the 
words “salad dressing’ upon the same class of goods. 

The grounds of the decision are that the term is descriptive 
of the goods and that the fact that opposer had used the words 
“Salad dressing” in trade was sufficient to show a likelihood of 
damage. 

With reference to the question of descriptiveness, Dr. Kinnan, 
after pointing out that the term was but two descriptive words run 
together with the omission of one letter, and referring to regis- 
trant’s argument that the registration was prima facie evidence of 
ownership and the difference in spelling was enough to sustain it, 
said: 

“The mark is believed to be clearly descriptive and, in my judgment, 
should never have been registered. The omission of the one letter ‘D’ 
would not be noticed by the average purchaser; indeed, would hardly 
be noticed by anyone whose attention was not called to the fact. Cer- 
tainly, in connection with the purchase of goods of the character to which 
the notation is applied, the average purchaser would construe the notation 
as merely descriptive of the goods. * * * Having reached the conclusion 
that appellant’s mark should not have been registered because of its de- 


scriptive character, there is no presumption of validity that can sustain 
the registration against the allegations of the petitioner.” 


With reference to the opposer’s right to bring the proceedings, 
he said: 


“It is believed to be clearly established that under the Act of Feb- 
ruary 20, 1905, it is not necessary, in an action opposing, or to cancel, 
the registration of a descriptive mark, that the opposer, or petitioner for 
cancellation, must have used the mark in a trade-mark sense. It is suffi- 
cient to show probable damage if the petitioner for cancellation has used 
the mark in its trade as a trade-name or in a descriptive manner and has 
property so pleaded.” " 


Divided Application 
Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister in one application a trade-mark for goods belonging in differ- 


7™Francis H. Leggett & Company v. Charles Gulden, Inc., 151 M. D. 
116, January 22, 1926. 
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ent classes created by the Patent Office under the Act of May 4, 
1906. 
In his decision, after citing Section 2 of that act, he said: 


“It is apparent that Congress intended that a single application for 
registration should not include registration on goods which belong to differ- 
ent classes as established by the Office under the act. 


7 * * - * * 


“The applicant’s principal reason for seeking a reversal of the Ex- 
aminer’s holding requiring division appears to be to avoid the expense 
incident to obtaining registration in foreign countries upon a considerable 
number of applications. While recognizing the inconvenience and the 
cost to the applicant, incident to obtaining its foreign registrations, yet 
it is quite evident the established practice should not be overturned in 
this case.” * 


Geographical Term 


Kinnan, F. A. C.: Held that the Black Band Consolidated 
Coal Company was not entitled to register the words “Black Band” 
as a trade-mark for coal and that the registration which it had 


obtained of these words should be canceled. 

The grounds of the decision are that these words are descrip- 
tive of coal coming from a certain region or mined from a certain 
vein, that others besides the registrant had used the term as applied 
to coal coming from this region and that therefore it was merely 
descriptive or geographical. 

In his decision, after pointing out how this vein of coal first 
came to be referred to as the Black Band vein, that it had been 
used by others than the registrant and that the registrant claimed 
to be the successor in business of certain parties who had used this 
name, Dr. Kinnan said: 

“The respondent claims to be the successor to the trade-mark and 
good-will of the business of this latter company (Black Band Coal & 
Coke Company). But such company went out of business in 1907 (see 
affidavits in application of respondent for its registration), and the re- 
spondent corporation did not come into being until 1919, some twelve years 
later. It was upon the showing made in these affidavits, filed in the 
application, that this mark registered in 1904 and in 1909 was held 
abandoned by the Black Band Coal & Coke Co. and respondent was 
granted registration. - 


* * . - © * 


* Ex parte, Luxor, Limited, 151 M. D. 130, February 2, 1926. 
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“It is in evidence that coal bearing this name is recognized in the 
trade as of a superior quality and sells in the market at an increased price. 
It is quite clearly established that coal dealers and others experienced in 
dealing with this class of fuel are very familiar with coal bearing this 
name and with its excellent name is, in consequence, of very great value 
in connection with the product put out by both parties to the instant 
proceeding. 

* * - * om * 

“The four independent companies or operators which, in 1919, be- 
came consolidated in the respondent company, were, prior to that time, 
independent as to all activities and interests. Each was, from the time 
in 1905, or when thereafter, it began operations on Brier Creek, until 
the consolidation in 1919, marketing its coal under the name ‘Black Band.’ 
All were using this same notation. It did not indicate the product of 
any one of them but merely that the product came from a certain seam 
or locality. These four independent companies or operators could not, 
either under the common law or the trade-mark statutes, have been using 
the notation in a trade-mark sense. Neither they nor those who pur- 
chased the coal regarded the name as indicating the product of any par- 
ticular operator or company. There was, therefore, clearly enough no 
trade-mark use of the notation prior to the consolidation in 1919.” 


With respect to the argument that petitioner had not shown 
injury, it was said: 


“Since, however, petitioner has alleged the mark is descriptive and 
geographical and also alleges the use of the notation in a descriptive 
sense, it seems clear that petitioner has alleged facts on which damage 
may be predicated. Having used the mark to indicate that the goods 
possessed these excellent descriptive properties and came from the locality 
where such coal is known to be found, it could not be deprived of the 
right to continue to so designate its coal without sustaining very material 


and, after referring to the holdings of the courts that, where the 
cancellation of a fanciful mark is sought the petitioner for cancella- 
tion must allege facts tending to show an exclusive right to the 
mark and that his proofs must accord with his pleadings, Dr. 
Kinnan said: 


“Where it is pleaded that a mark is descriptive and the facts show a 
probable damage, as appears to be true in the instant case, use of the 
mark by petitioner in a descriptive sense is sufficient showing of probable 
damage. In re Arkell Safety Bag Co. v. Safepack Mills, 314 O. G. 3, 
53 App. D. C. 218 [13 T. M. Rep. 225]; Elishewitz v. Leyser, Green Co., 
247 O. G. 479, 47 App. D. C. 193 [8 T. M. Rep. 34].”* 


*Glenn Coal Company & Kanawha Black Band Coal Co. v. Black 
Band Consolidated Coal Co., 151 M. D. 138, February 23, 1926. 
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Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that the prior use and registration 
by opposer as a trade-mark for gloves, including silk gloves, of the 
representation of a rising sun, was not sufficient to justify the re- 
fusal to register to applicant a somewhat less conspicuous repre- 
sentation of a rising sun with the notation “Sunlight” superimposed 
over a portion of the rays, as a trade-mark for hosiery. 

The ground of the decision is that the marks are not decep- 


tively similar and that the goods are not of the same descriptive 
properties. 


With respect to the similarity of the marks, Dr. Kinnan said: 


“Opposer’s representation of the sun is somewhat different from that 
adopted by the applicant in that opposer shows the rays more prominently, 
greater in number, the representations are heavier, and there is exposed 
a larger proportion of the circle or disk representing the sun itself. The 
applicant has represented but a few of the rays of the sun and these are 
wider apart, there is less of the disk of the sun represented, and over both 


the word ‘Sunlight’ is placed. In general appearance, therefore, the marks 
possess considerable differences. 


* * * 7 2 cm 


“Purchasers are so little given to attaching weight or importance to 
a typical or standardized representation of the sun, or a sunset or sunrise, 


that it would seem such purchasers would not ordinarily be deceived in 
the instant case.” 


With respect to the question whether the goods are of the same 
descriptive properties, after referring to a number of decisions with 
relation to wearing apparel, he said: 


“It would seem, notwithstanding what has been shown by the evidence, 
and is a matter of common knowledge anyhow, that although the two 
classes of goods are sold by retailers in the same class of stores to the 
same general class of customers, yet no court has seen fit to hold that all 
wearing apparel belongs to the same class within the meaning of Section 
5 (b) of the Trade-Mark Act of 1905. Gloves and shoes are frequently 
made from the skins of animals while the tops of shoes are frequently 
made of cloth, cotton fabric in the form of canvas and, in case of slippers, 
of knitted woolen material. Shoes and gloves, however, are not regarded 
as belonging to the same class.” ” 


* Louis Meyers and-Son, Inc. v. O’Callaghan & Fedden, Inc., 151 
M. D. 114, January 18, 1926. 
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Goods of Same Descriptive Properties 


Kinnan, A. C.: Held that the Brooks Paper Company is 
entitled to register the word “Purity” for tissue paper, vegetable 
parchment, wax paper, etc., notwithstanding the registration of 
the same mark for grease-proof parchment paper by the Mountain 
Mill Paper Co., since the Brooks Paper Company has established 
by testimony prior adoption and use of the mark. 

It was further held that the question whether registration 
should be granted in view of the incorporation of certain features 
having the word “Purity” as part of the corporate name was one 
to be decided by the primary Examiner, who should withhold action 
until a ruling is made by the Supreme Court in the Simplex Electric 
Heating Co. case [16 T. M. Rep. 51], then pending before it. 

With respect to the contention that the goods of the parties 
were not of the same descriptive properties, Dr. Kinnan said: 

“As to the first point urged on appeal, that the goods do not possess 
similar descriptive properties, do not belong to the same class within the 
meaning of Section 5 (b) of the 1905 Trade-Mark Act, it is believed the 
conclusions of the Examiner of Trade-Mark Interferences are sound. The 
similarity of wax paper and vegetable parchment paper to registrant’s 
grease-proof parchment paper is such, it is believed, as to bring the case 
within the doctrine announced in Broderick v. L. Mitchell & Co., 314 O. G. 
4, 53 App. D. C. 220 [13 T. M. Rep. 218], and E-Z Waist Company v. 


Reliance Manufacture Company, 311 O. G. 709, 52 App. D. C. 291 [13 T. M. 
Rep. 96]. It must be held the goods belong to the same class.” 


With respect to the alleged laches of the applicant he said: 


“As to the failure of the applicant to seek to interfere with the 
registrant’s use of the mark from 1919, when registrant adopted it, until 
1924, it is not established that applicant was aware of such use or that it 
had performed any act which can be interpreted as an abandonment of 
any of its rights in the premises. The failure of the applicant company 
to include the mark ‘Purity’ as its trade-mark in the questionnaire sub- 
mitted to those in its trade and the failure of the officials of such com- 
pany to note registrant’s use of the mark cannot overcome clear testimony 
as to adoption and use prior to the date registrant entered the field.” ™ 


Grade Mark 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for paper, the words “Treasury Bond.” 


“ Brooks Paper Co. v. Mountain Mill Paper Co., 151 M. D. 54, Dec. 
21, 1925. 
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The testimony established that this notation was used on paper 
by opposer prior to any date of use established by applicant; the 
fact that the opposer did not undertake to stop applicant’s use of 
this notation after applicant had ceased to purchase the opposer’s 
goods and put the notation on goods purchased from other parties 
not being material; and that, while the opposer’s use appeared to 
have been merely as a grade-mark, applicant’s use was of the same 
kind and, therefore, it was not entitled to registration in view of 
opposer’s prior use. 

With reference to the dates of use, Dr. Kinnan said: 


“The applicant seeks to establish that it was the first to adopt and use 
the notation as a trade-mark. The evidence submitted on behalf of 
opposer, however, clearly indicates the existence of the dandy roll when 
the conversation between opposer’s salesman, Benedict, and the vice- 
president of the applicant company, Joyce, took place in 1913. That it 
existed is strong evidence that it had been used by opposer. The corre- 
spondence fairly supports the view that opposer furnished the paper to 
the applicant with the initials of the applicant company preceding the 
words “Treasury Bond.’ Under the trade relations of the parties and 
with this differentiation from the notation formerly employed by opposer, 
the fact that the applicant was not disturbed subsequently does not indi- 
cate abandonment by opposer to any rights it may have had to the notation 
now sought to be registered by the applicant. 


With respect to the question of the character of the use of 
the mark, he said: 


“There is a good deal of doubt in my mind as to whether opposer 
used the mark in any other sense than as a grade-mark and if this were 
fully established, it is clear the opposition must fail. The Touraine Co. 
v. F. B. Washburn Co., 309 O. G. 676, 52 App. D. C. 356 [13 T. M. Rep. 
121]. It is believed, in any event, the use by the applicant of the water 
mark is quite on a par with the use made by opposer and is as much a 
grade-mark use. Since opposer must be held to have been first in the field 
and since its use was substantially of the same character as that of the 
applicant, it is believed registration to the applicant should be denied.” ” 


Rosertson, C.: Held that applicant is entitled to register 
a mark consisting of the representation of the end of a gable roof, 
having thereon the words “Tom, Dick and Harry” and the repre- 


sentation of a lantern, as a trade-mark for shoes, notwithstanding 
the prior registration by the opposer of the words “Tom,” “Dick” 


””? 


and “Harry,” separately, and the use in advertising of these three 


words together. 


™Carew Mfg. Co. v. Empire Paper Co., 151 M. D. 81, Dec. 15, 1925. 
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The grounds of the decision are that a trade-mark right cannot 
be acquired by mere advertising, that the testimony clearly shows 
that the words “Tom,” “Dick” and “Harry” were used by the 
opposer only as grade marks and the case was therefore controlled 
by the decision of the Court of Appeals of the District of Columbia 
in The Touraine Company v. F. B. Washburn & Co., 1928 C. D. 
174, 809 O. G. 676, 52 App. D. C. 856 [18 T. M. Rep. 181]. 

In his decision, after pointing out that the Examiner of Inter- 
ferences had held that the opposer could not establish that the 
words “Tom,” “Dick” and “Harry,” shown in the three registra- 
tions, were used only as grade marks unless and until it brought 
a proceeding for cancellation, the Commissioner said: 


“It is thought that the Examiner gave too much weight to these 
registrations as evidence of use and ownership. The very fact that the 
statute says that registration is prima facie evidence of ownership shows 
that it was not intended to make it conclusive evidence. If a suit were 
brought on one of these registrations, the defendant would not be pre- 
cluded from showing that the mark was not, in fact, a trade-mark, or 
had not been used at all and, since opposer has based his opposition largely 
on these registrations, the applicant is not precluded from showing, as 
is contended to be the fact, that these marks were merely grade or style 
marks.” 


After referring to a number of decisions on the question of 
grade marks and the testimony of the opposer’s own witnesses as 


to the use of the words “Tom,” “Dick” and “Harry” as grade 
marks and the use of these words in connection with the trade- 
mark “Foot-Fitter,”’ the Commissioner said: 


“In view of this evidence I am unable to distinguish the case from 
that of The Touraine Company v. F. B. Washburn § Co., 1923 C. D. 174, 
309 O. G. 676, 52 App. D. C. 356 [13 T. M. Rep. 181]. In that case it 
appeared that the opposer had always used on his goods the trade-mark 
‘Waleco’ on a seal and that on one type of its candy it used the words 
‘Touraine Chocolate Mixture.’ The court specifically held that this word 
*Touraine’ was used by the opposer, not as a trade-mark, but merely as 
a grade or style mark and that having proved no other use it had not 
established damage.” 


* * 7 . . * 


“As above stated, there is no evidence of the use of the conjoint use 
of these names as a trade-mark, nor is there any evidence of any use of 
all of these words as trade-marks per se, but merely as grade marks. 
Even when these words were used together in the advertisements they 
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were used in such a way as to indicate the grades of the shoes, the adver- 
tisements all prominently displaying the ‘Foot-Fitter’ trade-mark.” ” 


Insufficient Evidence 


Rosertson, C.: Held that the Oregon City Mfg. Co. was not 
entitled to register the words “Hudson Bay” as a trade-mark for 
woolen blankets and that its registration under the Act of 1920 
should be cancelled, in view of the use in this country by the op- 
poser of a label on blankets which includes the seal of the Hud- 
son’s Bay Co. and the words “Seal of Quality Hudson’s Bay 
‘Point’ Blankets made in England.” 

The case turned upon the question whether the Hudson’s Bay 
Company has established any use of the mark on blankets in this 
country within the year next preceding the application for regis- 
tration of the Oregon City Mfg. Co. 

In his decision, after discussing the testimony, the Commis- 
sioner said: 


“This testimony is deemed to be sufficient to establish that the Hud- 
son’s Bay Company blankets were being sold in this country shortly before 
and during the year next preceding the registrant’s application. That 
being true, it follows that registrant did not have the exclusive use of the 
mark required by the Act of March 19, 1920. 

“Even if these sales were not in large quantities, they were neverthe- 
less being made, and, according to the testimony of the witnesses, they 
had continued to be made up to the time the testimony was taken. They 
cannot be regarded, therefore, as merely sporadic and as insufficient to 
establish an adverse right in petitioner.” * 


Label Registration 


Ropertson, C.: Held that the fact that Colby & McDermott, 
the applicant, had registered a label showing the mark in question 
prior to the date of use claimed by The Max Glick Company and 
registrant did not establish the prima facie use of the mark as of 
the date of the label registration. 

In his decision the Commissioner said: 

** Edmonds Shoe Co. v. Beck, Hazzard, Inc., 151 M. D. 125, January 
30, 1926. 7 


“The Governor and Company of Adventures of England Trading into 
Hudson’s Bay v. Oregon City Mfg. Co., 151 M. D. 121, January 28, 1926. 
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“The registration of a label is not by any statute made prima facie 
evidence of ownership of the mark shown thereon, nor even evidence that 
the mark shown on the label was used as a trade-mark. The registration 
of a trade-mark is by statute made prima facie evidence of ownership.” 


Name of Individual Corporation Incorporated 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the mark “Priscilla Bates” as a trade-mark for bed spreads. 

The ground of the decision is that the words constitute merely 
“the name of an individual” and registration is consequently pro- 
hibited by Section 5 (b) of the Trade-Mark Act of February 20, 
1905. 

In his decision, after referring to a number of decisions cited 
by the Examiner and the applicant, respectively, Dr. Kinnan said: 


“The statute makes it plain enough that registration must be denied 
to any mark which consists merely in the name of an individual. That 
section of the statute has been interpreted and supported in a number 
of adjudicated cases among which is that, above noted, where the name 


‘Brown,’ preceded by the word ‘Deacon, was denied registration. 
* * * + * +. 


“It may be there is no person known to the applicant who bears the 
name here sought to be registered as a trade-mark but both the surname 
and the Christian name are very widely recognized names, and it is not 
possible to state that no one has this particular combination of names. 
Anyone purchasing the goods bearing this name would consider it merely 
the name of an individual. The surname is a part of the corporate name 
of the applicant. The fact that the two words composing the applicant’s 
mark appear in our language only as names of individuals adds weight 
to the holding that they constitute, even if the applicant is unaware of 
an individual who actually bears this name, ‘merely the name of an indi- 
vidual’.” * 


Non-conflicting Marks 


Rosertson, C.: Held that applicant is entitled to register 
the word “Gripsem” as a trade-mark for shoes, notwithstanding 
the prior use by opposer of the words “Glove Grip” for shoes. 

The ground of the decision is that the marks do not appear to 
be so similar as to be likely to cause confusion in trade, that there 
was no evidence of such confusion, and that the only evidence relat- 

* Colby & McDermott v. The Max Glick Co., 151 M. D. 92, Dec. 29, 


1925. 
* Ex parte, Bates Mfg. Co., M. D. 135, February 17, 1926. 
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ing to confusion was based upon alleged similarity of the dress of 
the goods, which was a matter over which the Patent Office has no 
jurisdiction, since it relates solely to unfair competition. 

With reference to the question of unfair competition, the Com- 
missioner said: 

“That questions of unfair competition are not material in opposition 
proceedings has been repeatedly held in this office (citing decisions). * * * 
Such a holding was approved by the Court of Appeals in the case of 


Oliver Chilled Plow Works v. The Wm. J. Oliver Manufacturing Company, 
192 O. G. 217, 40 App. D. C. 125 [3 T. M. Rep. 288].” 


With respect to the similarity of the two marks, he said: 


“The marks have no similarity other than that they both include the 
syllable or word ‘Grip,’ but they are so unlike in sound and meaning that 
it is not believed that even the ordinary purchaser would confuse the 
goods of the two parties.” ” 


Kinnan, F. A. C.: Held that applicant is entitled to reg- 
ister ““Kodel” as a trade-mark for radio receiving sets, notwithstand- 
ing the prior use by opposer of the word “Kodak” in its corporate 
name and as a trade-mark upon photographic apparatus generally. 

The grounds of the decision are that the word “Kodel” cannot 
be held to be merely the name of the opposer or a principal or essen- 
tial word thereof and that the goods of the parties are so different 
that it is not believed there would be any likelihood of confusion 
by reason of the contemporaneous use of the two marks on the 
goods stated. 


With respect to the dissimilarity of the goods, Dr. Kinnan said: 


“While it is not always easy to determine when goods are of the same 
descriptive properties and belong within the same class, as defined in the 
above noted decision, and while in case of doubt, the newcomer should 
be denied registration, Wm. Waltke & Co. v. Geo. H. Schafer & Co., 273 
O. G. 630, 49 App. D. C. 254 [10 T. M. Rep. 246], it is not believed by 
any stretch of the imagination or by any process of reasoning, the 
upon which opposer uses its mark can be said to belong to the same 
class as that upon which the applicant uses its mark. Under these con- 
ditions, if there is damage, it is without legal injury so far as the trade- 
mark statutes are concerned.” * 


**M. N. Arnold Shoe Co. v. Hurley Shoe Co., 151 M. D. 76, Dec. 11, 
1995 


* Bastman Kodak ‘Co. v. The Kodel Mfg. Co., 151 M. D. 79, Dec. 12, 
1925. 
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Rosertson, C.: Held that an opposition to the registration 
by applicant of the words “Choco-Cone,” as a trade-mark for ice 
cream, ice cream cones, and ice cream confections, brought by 
opposer was properly dismissed on the ground that the words 
“Choco-Cone” are so unlike either the words “Eskimo Pie” or the 
word “Pie” that there is practically no possibility of conflict; that 
the allegation that the merchandise upon which the applicant’s 
mark is used infringes a patent belonging to the opposer is irrele- 
vant to the question of the registrability of the mark; and that 
since there is no likelihood of confusion between the marks the 
opposer is not entitled to raise the question whether applicant had 
used the mark in interstate commerce.’® 


Kinnan, F. A. C.: Held that applicant was entitled to reg- 
ister the trade-mark “Speedway” as a trade-mark for photographic 
sensitized materials, notwithstanding the prior use and registration 
by opposer of the term “Speedex” as a trade-mark for cameras 


and film. 

The ground of the decision is that the word “speed” is de- 
scriptive of these goods and that the suffixes “way” and “ex” are 
so dissimilar that there would be no likelihood of confusion by 
reason of the contemporaneous use of these two marks. 

In his decision, after citing the cases referred to by the Exam- 
iner and opposer’s argument attempting to distinguish therefrom 
and his reference to the Hercules Powder Company v. Newton, 
274 O. G. 204, 266 F. R. 169 [10 T. M. Rep. 198], Dr. Kinnan 
said: 

“It seems not open to dispute that both marks are made up of two 
portions, whether all run together as one word or divided; that the public 
would pronounce the marks in two syllables and would, unless inexcusably 
careless, recognize the suggestiveness and even descriptiveness in the 
word ‘Speed’ appearing in both marks. This portion of the mark con- 
stitutes a standard word and it is not thought the public could be relied 
upon to ignore or fail to recognize this fact. Assuming and admitting 
opposer's mark is a valid trade-mark, it cannot entitle its owner to any 


exclusive right to the word ‘speed’ associated with any suffix no matter how 
distantly removed in sound, appearance, etc., from opposer’s suffix. 
* * * * * * 


* Eskimo Pie Corporation v. Leo H. Dunbar, 151 M. D. 94, Dec. 31, 
1925. 
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“It being quite fully established that the applicant and possibly others 
have used the word ‘Speed’ in a purely descriptive sense in connection 
with the goods here involved, it would appear no other conclusion could 
be reached than that this common portion of the mark is public property, 
not subject to exclusive appropriation by anyone, and that since the suf- 
fixes possess no similarity, confusion in trade would be unlikely.” ” 


Kinnan, F. A. C.: Held that applicant is entitled to register 
as a trade-mark for wrenches, power grinders and sickle attach- 
ments, a mark comprising a ring, which may be black, red, orange 
or other color, having within it a hexagonal clear space or opening, 
notwithstanding the prior use by opposer of a mark consisting of 
a disk, which may be black, yellow or other color having across 
the face thereof a rectangular figure longer than it is wide, and 
within an opening therein the name of the company printed in con- 
trasting colors. 

The grounds of the decision are that the applicant’s mark is 
not descriptive of the goods and is so different from the mark of 


the opposer that their contemporaneous use would not be likely to 
cause confusion. 


With respect to the first ground, Dr. Kinnan said: 


“As to the view that the applicant’s mark is descriptive of the goods, 
it would appear that such a holding cannot be sustained. While a me- 
chanic, familiar with socket wrenches, might get some suggestion that the 
applicant’s mark was similar to the appearance of the socket end of a 
socket wrench, yet it would be a mere suggestion. The entire mark seems 
quite fanciful and could, as well, represent the end-on view of a bolt with 
a counter-sunk opening or even a bolt with a hexagonal head below which 
was a washer extending beyond the periphery of the head of the bolt.” 


With respect to the alleged similarity of the marks, he said: 


“A disk or a circle is such a well-known shape or configuration used 
so widely in connection with various goods that the public would not be 
likely to attach very great importance to such a configuration by itself. 

* * * » * * 


“The polygonal line on the disk of opposer’s mark is of a common 
character used as a border or to delineate or surround the name of the 
company. The color of the background is not changed from that of the 
disk. The appearance of applicant’s mark is quite different even when 
the name of the company or other matter appears in the hexagonal en- 
closure. It would seem no other conclusion could be reached than that 


* Ansco Photoproducts Co., Inc. v. Eastman Kodak Co., 151 M. D. 
110, January 16, 1926. 
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the two marks are not so nearly alike that the average purchaser, exercis- 


ing any care at all, would be deceived or confused. 
* aa * * + a 


“Since it has been held the marks are dissimilar and, in consequence, 
opposer has not used the applicant’s mark, either as a trade-mark or in 
a descriptive sense, opposer is without standing in these proceedings for 
the reason that he has not set forth any facts on which a probability of 
damage can be predicated.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register 
as a trade-mark for perfumes the words “Charme d’Amour,” not- 
withstanding the prior use and registration of opposer of the words 
“Fleurs d’Amour” and “Bouquet des Amours” for perfumery prod- 
ucts and soaps. 

The ground of the decision is that the word “Amour” had been 
associated with perfumery since a time long prior to the opposer’s 
date of adoption and that the word “Charme” is so unlike the 
words “Fleurs” and “Bouquet” that contemporaneous use of the 
marks would not be likely to cause confusion. 

In his decision, Dr. Kinnan said: 


“If opposer was the first to adopt and use its mark in its entirety and 
the first to associate the word ‘Amour’ with the sale of perfumery, it is 
believed the applicant should have selected a notation concerning which 
no possible doubt or confusion could arise. Where marks are purely 
fanciful and have become widely and favorably known, courts uniformly 
give to their proprietors a wide protection. * * * On the other hand, 
common or ordinary words or symbols, already associated in the mind of 
the general public with goods of various classes, including the class under 
consideration, are given but limited protection,” 


and, after pointing out that certain marks referred to by the appli- 
cant had been used only after the use of the opposer, he said: 


“It is, however, in evidence that, as stated by the Examiner of Trade- 
Mark Interferences, the word ‘Amour’ ‘has always been peculiarly related 
to the art of perfumery.’ It is satisfactorily shown by the books cited by 
the applicant, Wanamaker Exhibits 25-B, 25-C, 25-F, 25-H and 25-A, as 
well as other exhibits, that long years prior to opposer’s adoption and use 
of its mark it had been the practice and the custom to associate this word 
with perfumery and its manufacture. 

= + * * . * 


“There seems to be no doubt as to the fact that the word ‘Amour’ 
has been long and widely used as a descriptive term with which to desig- 
nate certain perfumery products, prior to the earliest date of adoption and 


™ Walden-Worcester, Inc. v. American Grinder Mfg. Co., 151 M. D. 
131, February 2, 1926. 
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use by the opposer. Under these circumstances, it would seem improper 

to grant opposer such a broad interpretation of its trade-marks as would 

amount to an exclusive right to employ the word ‘Amour’ in connection 

with any other word or words whatsoever as a trade-mark upon perfumery. 
* t + * . * 

“There is no similarity between ‘Charme, on the one hand, and ‘Fleurs’ 
and ‘Bouquet,’ on the other. The word ‘Amour’ being a descriptive word 
in use to designate certain types or kinds of perfumery since long prior 
to opposer’s adoption and use of its marks, there would seem to be no 
infringement of opposer’s rights by the use of applicant’s notation upon 
the same class of goods.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation “‘Velvatissue” as a trade-mark for toilet paper, sanitary 
toweling, crepe paper, paper napkins, and table cloths, notwith- 
standing the prior use and registration by opposer of the term 
“ScotTissue” and other similar trade-marks for toilet paper, paper 
towels and similar goods. 


The grounds of the decision are that questions of alleged un- 


fair competition arising from the labels and the dress of the goods 
cannot be considered in an opposition, the only question to be con- 
sidered being the likelihood of confusion by reason of the similarity 
of the marks themselves, that “tissue” is descriptive of the goods 
of the parties, and that the two prefixes, “Scot” and “Velva,” are 
so dissimilar that there is no probability of confusion from the 
contemporaneous use of the marks. 

With respect to the question of unfair competition, Dr. Kinnan 
said: 

“Unfair competition is charged. While admitting these matters are 
not directly such as may be considered in the instant proceeding, opposer 
has introduced them to show an intent on the part of applicant to infringe 
upon opposer’s trade-mark rights. If there is no infringement, the intent 
is not important. Both parties are rivals in business and their products 


and the wrappers used are necessarily somewhat similar. But with all 
such matters, this Office has nothing to do.” 


With respect to the similarity of the marks, he said: 


“The word ‘tissue’ is a well-known word descriptive of a certain kind 
of paper, including the kind to which both parties apply their marks. Such 
descriptive word has been in use since long prior to the entrance of either 
party into the field. The word does not lose its significance to the average 


* Parfumerie Roger & Gallet, S. A. v. John Wanamaker, Philadelphia, 
151 M. D. 142, February 26, 1926. 
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purchaser by being combined with the other portions of the marks. It 
implies to the public who use the product that it is of the nature of tissue 
paper. The prefix ‘Scot’ appearing in opposer’s mark has no similarity 
to ‘Velva,’ the prefix appearing in the applicant’s mark. These prefixes 
are entirely dissimilar in appearance, sound, spelling and significance. 
Under these conditions, it is believed this case is controlled by the deci- 
sions relied upon by the Examiner of Interferences (citing decisions).” * 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the word “Angelus” as a trade-mark for radio receiving 
and transmitting sets and parts thereof, in view of the prior use 
and registration by opposer of this word for automatic organs, 
player pianos, mechanical music playing instruments and phono- 
graphs. 

The grounds of the decision are that the goods of the parties 
are such that the use of the same mark thereon would be liable to 
cause confusion in trade, radio receiving sets being of substan- 
tially the same descriptive properties as phonographs, and that 
the opposers have never abandoned the use of the mark upon phono- 
graphs. 

In his decision, Dr. Kinnan said: 

“It is not believed proper to hold that opposers have abandoned their 
trade-mark so far as its use upon phonographs is concerned. There is 


evidence that they contemplate again using it in connection with some 
combination instruments. * * * 

“The holding of the District Court, S. D. New York in the case of 
Wilcox & White Co. v. Leiser, 276 F. R. 445, cited and relied upon by 
opposers and the Examiner of Interferences, is persuasive that phonographs 
and self-playing instruments belong to the same general class and that, 
even if it were held opposers had never extended their business to the 
manufacture of phonographs, they would have the right to do so and to be 
protected against others seeking to use opposers’ trade-mark upon phono- 
graphs.” 


After pointing out that a radio receiving set is operated from 
a distance by electromagnetic waves and that much information is 
transmitted to the radio set and reproduced in the form of sound 
waves which are of a character not obtainable by piano players or 
automatic pianos, he said: 


“But phonographs are capable of reproducing music, talks and numer- 
ous speeches and such amusement and information has been reproduced 


% Scot Tissue Co. v. Interlake Tissue Mills Co., Ltd., 151 M. D. 145, 
February 26, 1926. 
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by them. They act through a mechanically moved diaphragm and a horn 
to reproduce and amplify sound waves representing music, speeches, etc. 
The radio receiver reproduces the music, speeches, etc., through an elec- 
trically actuated diaphragm and an amplifying horn. The radio receiving 
set, therefore, would seem to be used by the average listener-in in much 
the same way and as a substitute for the phonograph. 

* - * * * * 


“As noted by the Examiner of Trade-Mark Interferences in the case 
of Victor Talking Machine Company v. The Eastern Wireless Telephone 
Sales Company, Opposition No. 4368, decided by that tribunal December 
17, 1923, phonographs are so related to the radio that a maker of radio 
receiving sets should not be granted registration of a mark identical with 
the well-known Victor phonograph mark. That decision, while not con- 
trolling here, does set out certain facts as to the similarity by use of 
phonographs and radio receiving sets which is believed correct and applica- 
ble to the case at bar. 

“There does not seem to have been any reason, since the applicant 
had a wide, unlimited field from which to choose its mark, other than an 
ulterior one, why the applicant should have selected the opposers’ well- 
known, favorably known and widely advertised mark for use upon appli- 
cant’s goods. * * * While there may be some doubt as to whether the aver- 
age purchaser would be deceived, yet it is deemed probable that damage 
by confusion of origin would result and that, as the Examiner of Inter- 
ferences held, the doubt should be resolved against the new comer.” ™ 


Moore, A. C.: Held that applicant is entitled to register as 
a trade-mark for medicines to be applied externally as a relief for 
rheumatism, sciatica, etc., the letters “O. D. O.” notwithstanding 
the prior use by opposer of the word “Odol” as a trade-mark for a 
preparation for the teeth, mouth and breath. 

The grounds of the decision are that the marks are not de- 
ceptively similar and that the goods are not of the same descriptive 
properties. With respect to the first question, the Assistant Com- 


missioner said: 


“The initials ‘O. D. O. of the applicant, adopted by the O. D. O. 
Company as its trade-mark, have neither the sound, when pronounced, 
nor the appearance, when printed, of the opposer’s trade-mark ‘Odol.’ 

“As to the manner in which the applicant’s trade-mark shall be pro- 
nounced, the opposer’s contention that the initials O. D. O. are pronounced 
odo and not odeo, cannot be accepted by the Office. There is no rule that 
authorizes the suppression of a sound corresponding to an initial of a 
name when the initials only are pronounced. The use of periods after 
the letters O. D. O. indicates abbreviation and requires that the letters 
shall be separately pronounced. * * * The members of the public 
ghould be credited with some degree of intelligence; and it is not at 
all likely that one seeking a mouth wash, sold under the Odol trade- 


“Carl C. Conway, et al., Trustees, Doing Business as Wilcox & 
White Co. v. Radio Service Co., 151 M. D. 147, February 27, 1926. 
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mark, would accept a liniment to be used externally only, sold under the 
trade-mark O. D. O. And it is equally improbable that the members of 
the public in purchasing the liniment under the O. D. O. trade-mark would 
be led to believe that they were purchasing the goods of the Odol Cor- 
poration.” 


With respect to the second question, the Assistant Commis- 
sioner said: 


“The applicant’s goods consist of a preparation ‘to be used externally 
only for rheumatism, sciatica, joint affections, lumbago, sore muscles, and 
neuralgia’; whereas the goods to which the trade-mark of the Odol Cor- 
poration is applied consist of a preparation ‘for the teeth, mouth and 
breath.” And while the two preparations may be classed as family reme- 
dies, yet a mouth wash for preserving the teeth and purifying the breath 
clearly has not the same descriptive properties as a preparation to be 
applied externally only as a remedy for rheumatism and kindred dis- 
eases.” * 


No Sale of Goods 


Moore, A. C.: Held that applicant is entitled to register the 
words “Neodyne Neoflex’”’ as a trade-mark for radio receiving sets 
and parts thereof, having adopted and used that mark prior to any 
use of the word “Neodyne” established by the opposer. 

The ground of the decision is that the relation of principal 
and agent existed between the opposer and the Plymouth Radio 
Stores and, therefore, the delivery of goods by the first to the 
second was not a sale within the meaning of the trade-mark act 
and that the testimony is insufficient to establish use of the mark 
prior to the admitted date of use of the applicant. 

In his decision the Assistant Commissioner said: 

“It seems clear from the testimony of opposer’s witnesses that the 
first receiving set manufactured by the Steinway Radio Corporation and 
delivered to the Plymouth Radio Stores about November 15, 1924, was 
not a sale to said stores. 

“And it also seems clear from the testimony that the relation of 
principal and agent existed between the Steinway Radio Corporation and 
the Plymouth Radio Stores at the time the first receiving set was manu- 


factured by the Steinway Corporation and delivered to the Plymouth 
Radio Stores.” * 


** The Odol Corporation v. De Oto, 151 M. D. 160, March 26, 1926. 
* Steinway Radio Corp. v. Neil, 151 M. D. 162, March 26, 1926. 
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No Trade-Mark Use 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
‘ister the words “California Ramblers” as a trade-mark for phono- 
graphic records. 

The ground of the decision is that the mark does not indicate 
ownership or origin, but merely that the records were produced 
by an orchestra known as the California Ramblers, and that the 
fact that the applicant owned this orchestra was immaterial. 

In his decision, after stating the applicant’s argument, based 
upon its ownership and control of the orchestra, Dr. Kinnan said: 


“It is believed the conclusions of the Examiner are sound. The refer- 
ence to the parallel situation of the Victor Talking Machine Company 
having exclusive rights as to records made by music produced by well- 
known artists but having no right to designate those records by the names 
of the artists seems quite persuasive of the position occupied by the 
appellant. It is settled law, as stated by the court in In re Packard Motor 
Car Company, 243 O. G. 1311, 46 App. D. C. 555 [7 T. M. Rep. 192], that 
the significance or meaning of a mark or notation to the purchasing public 
must be considered in determining its descriptiveness. Clearly enough, 
the public would interpret the notation here under consideration as merely 
indicative of the character and source of the music recorded and as in 
no way indicating the ownership or manufacturer of the record.” * 


Oral Testimony 


Rosertson, C.: Held that the testimony offered on behalf 
of the Cadick Milling Company was insufficient to prove priority of 
adoption and use over the date clearly established by the Hauck 
Milling Company. 

The ground of this decision is that the evidence offered on 
behalf of the Cadick Milling Company was only the oral testimony 
of two witnesses as to adoption and use of the mark prior to 1866, 
and that as it appeared that other marks had been employed, the 
testimony was insufficient to establish the date claimed. 

In his decision, after pointing out that the date of the Hauck 
Milling Company had been established by documentary evidence 
and citing certain decisions as to oral testimony with reference to 
events said to have taken place many years before, the Commis- 
sioner said: 


* Ex parte, Kirkeby and Hand, Inc., 151 M. D. 78, Dee. 12, 1925. 
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“It is not a question, as the appellee seems to suppose, of discrediting 
the testimony of these two witnesses; it is merely that, owing to the uncer- 
tainty of human memory, there is too much doubt as to whether these 
parties could remember, after a lapse of nearly sixty years, that this par- 
ticular brand was sold at that time. 

“It is to be noted that Riley states that other brands were sold, 
though he cannot remember them all, and Hammond states that he thinks 
the mill made other brands, but he cannot remember what they were. 
It might well be these witnesses were confused as to the actual time that 
this particular brand was sold.” * 


Part of Corporate Name 


Kinnan, F. A. C.: Held that, under the ruling of the Su- 
preme Court of the United States in American Steel Foundries v. 
Simplex Electric Heating Company [1 T. M. Rep. 51], the 
fact that the word “Rotary” was included as part of the names of 
certain corporations was no bar to the registration of the name 
“Rotary” by Gallaher Limited, of Belfast, Ireland, as a trade- 
mark for tobacco, and that, since, as held in the decision of July 
8, 1925, the prior registration in England was sufficient to avoid 
the objection that the mark was the name of a club or society, the 
mark is not registrable under the Act of 1920, but is registrable 
under the Act of 1905, unless barred by the expiration of the 
English registration.”® 


Prior Use 


Kinnan, F. A. C.: Held that opposer is not entitled to ob- 
ject to the registration by applicant of a trade-mark for silk and 
cotton piece goods consisting of the word “Shangtai,’ composed 
of letters of Japanese style arranged in a vertical column and sur- 
rounded by a rectangular border and printed directly upon the 
wrapper for the goods, since it did not adopt its alleged confusing 
mark until after the adoption and use by applicant of its mark. 

In his decision, after pointing out that the witnesses for the 
opposer admitted that the applicant had first used this mark, the 
First Assistant Commissioner said: 


** Hauck Milling Co. v. Cadick Milling Co., 151 M. D. 98, January 8, 
1926 


” Ex parte, Gallaher Limited, 151 M. D. 108, January 8, 1926. 
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“In view of this admission, the position occupied by opposer is that 
of a subsequent adopter and user of the mark and, in consequence, it is 
without standing in this proceeding.” 


With reference to the contention of the opposer that a dis- 
claimer made by the applicant was not sufficient and that applicant 
should be required to adopt a broader disclaimer as to the repre- 
sentation of the wrapper, the First Assistant Commissioner said: 


“The opposer seeks to have the applicant adopt a different disclaimer. 
It is well settled the question of the scope of trade-mark rights is not to 
be determined in the Patent Office. In re Standard Underground Cable 
Company, 123 O. G. 656, 27 App. D. C. 320. Being the later to adopt and 
use its mark, the opposer is without standing as to its contention that any 
particular form of disclaimer must be forced upon the applicant beyond 
that necessary to render the mark registrable in an ex parte proceeding. 
If, independently of opposer’s contentions, the applicant is entitled to 


registration, nothing has been presented by opposer which should prevent 
such registration.” 


Proper Name 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register as a trade-mark for wrapping paper the term “Esmond- 
kraft,” on the ground that the word “Esmond” is an ordinary sur- 
name and “kraft” is a term well known in the paper art as de- 
scriptive of certain kinds of paper. 


In his decision, after referring to applicant’s argument that 
the word “Esmond” is not a common surname and his citation of 


certain decisions relative to somewhat similar marks, Dr. Kinnan 
said: 


“It is not thought there is room for debate upon this latter contention. 
As stated by the Examiner, any city directory will reveal that such word 
is a common surname. The Examiner also invited attention to the 
Thackery novel, ‘Henry Esmond,’ in which the name adopted by appellant 
appears. I am not aware of any use—and appellant has invited attention 
to none—of this term ‘Esmond’ other than as a name of an individual. 
It would seem this fact, if it be a fact, distinguishes this case from those 
adjudicated cases to which appellant has invited attention.” ™ 


*E. H. Behrens & Co., Inc. v. Max Kaufmann & Co., Inc., 151 M. D. 
155, March 4, 1926. 


= Ex parte, American Lakes Paper Company, 151 M. D. 118, January 
16, 1926. 





